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Welcome
to Figurel

HERE AT ALBRIGHT IP WE LIKE BEING BUSY AND THE
LAST 12 MONTHS DIDN'T DISAPPOINT. EXPANSION
AND GROWTH WERE FOCUS AREAS FOR US WITH
OUR SECOND SUCCESSFUL ACQUISITION, OPENING
A NEW OFFICE AND WELCOMING NEW RECRUITS.
WE HAVE LOTS TO LOOK FORWARD TO FOR THE
REST OF THIS YEAR AS WELL...

At the time of writing, we are still awaiting the judgement of a copyright
infringement case which has been handled by our director Cloe Loo. Itis
incredibly exciting to be part of because of the potential of setting a precedent
on what artistic craftsmanship means. Everyone in our sector is eagerly
awaiting the outcome. For now, read more about the case on page 4.

While we keep our fingers crossed for a positive outcome, we have many
success stories to celebrate. I'm delighted that our second acquisition of
an IP portfolio, in the shape of John Dean IP, has developed some strong
relationships. In particular, we have met some lovely new clients, but also
expanded our circle of trusted partners in the world of IP.

It's been fantastic to continue our expansion, too, setting up our new
Cornwall office in Lemon Street, Truro. There's a rich resource of experienced
professionals in Cornwall, so we hope to build the company over the
coming years, recruiting and investing in the local area. And talking of jobs,

There's a rich
resource of
experienced
professionals

in Cornwall, so
we hope to build
the company
over the coming
years, recruiting
and investing in
the local area.

client portfolio Albright IP's patent paralegal Louisa Miller shares her career journey on
page 12 and explains how she ended up in the world of IP.
> 22-23 We hope you enjoy this issue, which is full of insightful articles on many topics,
Duku news including the myths and realities of Trade Marks (8-10), how to sort a missed
Also available online IP renewal (11), how to fund an invention (14-17) and much more.
> 24_25 Figure 1 Magazine is published by:
. Albright IP, County House, Bayshill Road,
Albright out & about Cheltenham, Gloucestershire GL50 3BA

T: +44 (0)1242 691801 E: info@albright-ip.co.uk Robert Games
> 26'27 www.albright-ip.co.uk MANAGING DIRECTOR
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What is artistic
craftsmanship

in copyright?
Seeking clarity on
UK copyright law

Cloe Loo

PATENTS
DIRECTOR
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ONE COMPANY SEEKING CLARITY ON THIS ISSUE AGAINST
OUR CLIENT LIKING LIMITED IS WATERROWER LIMITED, MAKER
OF THE WATER RESISTANCE ROWING MACHINE. A WELL KNOWN

PRODUCT THAT YOU MAY HAVE SEEN IN YOUR LOCAL GYM,
ON TV OR IN A PUBLICATION.

First invented by Mr John Duke in the
1980s in the US, several patents were
obtained for the rowing machine in
question which have since expired.
Furthermore, the WaterRower is no
longer covered by design protection.

In 1996, harmonising UK and European
copyright protection, the length of
copyright in the UK was extended to
typically 70 years following the death
of a creator.

It was in this context that a copyright
infringement claim was made by
WaterRower against our client

Liking Limited in the Intellectual
Property Enterprise Court (IPEC).

A Hong Kong-based company, Liking
started to supply the UK market with
their version of a water resistance

rowing machine called Topiom in 2019.

Under Section 4(1) of the Copyright
Designs and Patents Act 1988 (CDPA),
protection is afforded to works of artistic
craftsmanship. No further clarification
is provided in the statutes as to what
the term ‘artistic craftsmanship’
means. However, the leading case
law, Hensher, which deals with this
question, is difficult to apply, as often
acknowledged in later judgements,
with each of the five Law Lords taking
slightly different positions as to the
meaning of artistic craftsmanship.

Given the binding nature of pre-Brexit
European case law on first-instance
UK Courts such as the IPEC, the
divergent UK and European principles
governing copyright protection further
complicate matters.

The European criteria for copyright
protection was most recently
expounded by the Court of Justice of
the European Union (CJEU) in Cofemel,
where an object can enjoy copyright

protection if it is the intellectual creation

as a result of free and creative choices
of the creator. Artistic craftsmanship
is not a requirement.

The inconsistencies and conflict
between the UK and EU case law have
defined one of the issues at stake in
this case, presenting the UK Courts
with the opportunity to take the bull
by the horns, and provide clarity on
the UK position. A finding in favour of
copyright infringement may open the
floodgates for similar copyright claims
relating to a wide range of aesthetic,
practical product designs.

Albright IP has been directly involved
with this case from the outset, assisting
our client and working as part of the
legal team to defend our client's case.
Alongside our clients we are eagerly
awaiting the ruling of the court in this
important case.

If you have a problem with
infringement of a design or a
copyright work, please feel free to
get in touch to see if we can assist.

www.albright-ip.co.uk “

Albright IP has
been directly
involved with
this case from
the outset,
assisting our
client and
working
alongside the
legal team to
defend our
client’s case.
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Figure 1 talks

innovation and IP

with Mark Pitts, co-founder
of UK-based security system
manufacturer Orisec...

Could you give us an overview
of Orisec and your products?

We design and manufacture security
equipment, particularly intruder alarms,
all here in the UK, which we are very
proud of.

We are very innovative with electronics.
In fact, when we started out back in 2014,
for the first few years we were just quietly
designing products. We weren't trading;
we wanted to come to the market with

a range of products, most of which have
got tooling behind them, so there's a

lot of industrial or mechanical design.
Making plastic pieces, the housings for
the products, the functionality, that's
important, as is how it all looks.

Now, as well as making physical products,
we also have a lot of software behind
our products too as a lot of the intruder
intelligence and processing is now done
in the cloud.

How has the sector .

? e *
evolved over the years? -

Over the last ten years there's been

a big move towards wireless products.
There's still a market for wired systems,
but cabling up alarm systems is time-
consuming and a bit disruptive, so
we've seen huge growth in wireless
and we've done a lot of work on that.

And then there’s connectivity. Rather
than an alarm just making a noise on
the outside of your building with a
sounder or a siren, most people want
notifications now. You used to be able
to get dialers that would automatically
telephone a number by PSTN and send
a message through, but it's all moved
to IP communications.

And how has the business
developed?

As well as embracing growth in wireless
and connectivity, we are expanding a
lot internationally. Geographically, the
initial target market was the UK; that
was the initial focus. Now we're one

of the market leaders in the UK and

on a phenomenal upward growth, so
naturally, we've started widening the net.
We've got seven offices in South Africa,
which are owned by us, that distribute
our products, and we've been expanding
a lot into Western Europe, and are
moving into Eastern Europe, the Middle
East, North Africa, and the Far East.

What has your approach to IP been?

The industry we're in is very competitive.
There are competitors in the UK, Europe,
America, but also in the Far East, so
protecting our IP is crucial; it's one of the
most valuable assets we have. We put all
this investment, time, hard work, effort
and brain cells into development and
we don't want other people just ripping
us off, copying us. And it's a good selling
point as well to say it's all patented. Our
business model is that we sell to installers,
not direct to the end user, so we're
aware that our customers are technically
minded. They appreciate technical
innovation and our IPRs help to back that
up. We're not trying to be the cheapest,
but we are trying to be amongst the best.

Our IP portfolio is pretty broad. We've
got patents on mechanical aspects -
how things fit together - and how they
work physically. We've got patents on the
electronic design, signal processing, and
also just on the concepts of functionality
and the way the alarms work. But we're
also very big on the registered designs,
which is the appearance of the products.
We have over 300 registered designs,
and people appreciate that. If they've got
to stare at something that's in their living
room every day of the year, they want
something that looks nice.

Has IP supported the growth of
the business and its products?

We definitely talk about it when we're
talking to customers. | think itis a
powerful message to tell people that

we own all the intellectual property in
the products. If you buy from us, you
are getting products that are unique -
you won't be able to get those things
from our competitors down the road.
Of course, our customers all look for
different aspects that will appeal to them,
but once they know we have IP, it shows
them that we are a serious company.

How have you found working
with Albright IP so far?

We are delighted to have found
Albright IP. We found them because
we were searching the internet for an
explanation on a technical subject,
and we found an article Freddie Noble
had written and it was the first time
anyone had clearly explained it.

We want people that we can just talk
to and have sensible conversations
with and who understand our business,
appreciate our business, and work
with us. We think of Freddie as part

of the team; we really do.

Does innovation play a big part
in the business?

It's one of our big selling points. Our
geographic development is important,
but our real passion is developing
products. We have 400 core products
in the range now, but we continue to
do a lot of product development, and
will keep going on that. That's just what
we like doing so that's not stopping.
We're growing all of the time.

So, what does the future
hold for Orisec?

We want to keep bringing out new
products and keep moving into new
markets. We've recently set up a new
international sales department, and
when | sit in on some of the calls when
we're introducing our products to
people from other countries, they're

really amazed at what we've developed.

| would say we've developed more
products in the last ten years than all
our competitors put together have,
probably by quite a long way.

A

Protecting our
IP is crucial;
it's one of the
most valuable
assets we have.
We put all this
investment,
time, hard
work, effort and
brain cells into
development
and we don't
want other
people just
ripping us off,
copying us.
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Trade Marks -

Julia
House
TRADE MARK
DIRECTOR

misplaced
assumptions

I have registered my company
name and domain name, so I've
done everything I need to do.

No, you should protect your rights on
the Trade Mark register too. There are
three different registers that are
relevant to new businesses in the UK.
These are the Domain Names register,
the Companies House register, and the
Trade Mark register. Availability and
protection on each of these should be
explored and secured. In addition, the
appropriate handles should be secured
across the social media sites.

Please read the full article here:
www.albright-ip.co.uk/2021/04/
company-names-v-trademark/

If I change a Trade Mark
slightly by adding something
extra, I will avoid an
infringement action.

This should not be assumed. Trade
Marks will be compared on the basis
of their similarity as well as identity.
As such, the owner of an established
Trade Mark may be able to enforce
their registered rights and their
reputation, if there is any potential
for a customer to be confused. Small
differences may not be sufficient to
avoid a challenge, but each case will
be assessed on its own merits.

Ihave alogo and it is better
if Iregister that, rather than
just the plain words.

This is not necessarily true as the
strongest enforcement rights will
generally be available to the owner of
a word Mark that has been registered
in a plain font. An additional registration
for a logo will enhance the owner’s
position, and this is probably best filed
in black and white, unless the colour
aspect is the most distinctive element
of the Mark. A registration for a logo
will protect a particular version of the
logo, and more than one Application
may be needed if various versions of
the logo exist. A ‘series’ Application
will be permitted in the UK, provided
the criteria fit. This can be a useful
way to maximise the scope of
protection, whilst keeping costs low,
i.e. by filing a logo Mark in black and
white, and colour, within a single
Application, for a single filing fee.

We can advise further.

I'm not using my
Trade Mark, soIdon't
need to register it yet.

This is not true. Time and budget
permitting, it is wise to seek and secure
a Trade Mark registration before the
launch of a new product or service.
Ideally, you will allow sufficient time
for a Trade Mark application to
proceed to the grant of registration,
in the UK, this takes around four to
six months from the date of filing.

If so, you will have peace of mind
against any objections (oppositions)
being received from challengers
against the application. In any event,
the effective date of any Trade Mark
right will be deemed to be the date
an application was filed. You will wish
to ensure that no one protects the
Trade Mark before you do, either
coincidentally, or by a deliberate
attempt to undermine your position.

www.albright-ip.co.uk m

I haveregistered my Trade Mark
in the UK so should be fine to use

my Trade Mark worldwide.

This is not the case. Trade Mark protection
is territorial, and it cannot be assumed that

the same Trade Mark will be available to

register or use in all territories. You should
consider protecting your Trade Mark in any

territory where you have a serious intent

to market your product or service. If so, it
is recommended that you take advantage

of the very useful six-month ‘priority
period’ running from the filing date of
your UK Trade Mark application, to decide
if/where to file overseas. Any foreign
filings made within this priority period will
be backdated to the same filing date as

your UK application. You may not be ready

to expand overseas at this early stage,
and if the priority deadline is missed,
you can file foreign applications at a later
stage, but the actual date of filing will be
allocated; the backdating advantage will
no longer be available. There are various

cost-effective foreign filing strategies that

we can recommend, such as an EUTM
Application covering the 27 countries of
the EU, and the International (Madrid)
Registration system. We can advise in
more depth in relation to these.

I don't think there is any
difference between TM and ®
- anyone can use either.

There is a significant difference between
the TM and ® symbols.

In the UK and Europe, you are free to use
the TM symbol as you wish. This simply
indicates that you regard the Trade Mark
as being of commercial importance and
wish it to be recognised as such.

By contrast, the use of the ® symbol

is not permitted unless a Trade Mark
registration has been granted. The use
of this symbol is widely recognised and
acts as a very strong deterrent against
unwelcome copying.

A registration
for alogo

will protect

a particular
version of

the logo, and
more than one
Application may
be needed if
various versions
of the logo exist.
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You need to
ensure that your
investment in the
development of
the new product
or service is
supported, and
that you are well
placed to enforce
or defend your
rights against
any third parties.

Iregistered my Trade
Mark years ago and it
still looks similar.

Why would I re-register?

To be in a strong position to either
enforce or defend your Trade Mark
rights, the version of the Trade Mark
being used should resemble as
closely as possible the version of
Mark that is registered. Small
differences in the versions of the
Marks may not significantly impact
upon your position, but each case
will be decided on its merits, and
nothing can be assumed. Additionally,
itis important to ensure that the
scope of the products or services
registered continue to be broad
enough to encompass any brand
extensions/product development.
We recommend an annual review

of the adequacy of the Trade Mark
protection that you have put in place.

Surely I'll find out if
someone is using or
copying my Trade Mark.

Not necessarily. You will need to
actively ‘police’ the marketplace

and the internet, as well as the UK
and any relevant overseas Trade Mark
registers, to assess whether your
exclusive position is being
compromised. In the UK (and in
many overseas territories), it is the
responsibility of the owner of an
earlier Registration to ‘hold up’ a new
Trade Mark application by objecting
to it (filing an opposition), if they are
concerned. We strongly recommend
that you instruct us to setup a
‘watching service’ on your behalf

as soon as you have secured a
registration. This will ensure that any
newly filed Trade Mark applications
that you may be concerned about are
brought to your attention, and we can
offer early advice as to how to deal
with them.

My business is too small;
I don't need to protect my
Trade Mark.

This assumption is unwise. The cost of
seeking Trade Mark protection is low
compared to the costs of marketing,
advertising and production. You need
to ensure that your investment in the
development of the new product or
service is supported, and that you
are well placed to enforce or defend
your rights against any third parties.
Reliance upon a registered right is
always cheaper and stronger than
solely placing reliance upon
unregistered rights and reputation.
You will also wish to avoid the
nightmare situation where someone
else applies to register your Trade Mark
before you, requiring an expensive
action to seek to have their application
removed, or to seek to prevent their
use based only upon you proving you
have acquired a reputation.

I'have chosen a Trade Mark
that really describes what
I do, so this is great.

Not really. Choosing a Trade Mark that
describes the product or service that
you provide may seem logical from a
marketing perspective, but it may
make it difficult for you to obtain a
registration. A Trade Mark examiner
will not allow a registration of a Mark
that essentially describes the products
or services that are provided under it.
Moreover, as your brand becomes
established, you will wish it to be set
apart from your competitors, and
choosing a distinctive Trade Mark will
ensure that you or your company
become uniquely identified by the
consumers you are targeting,
ultimately reducing the need for
significant spend on marketing. In
conclusion, the potential short-term
gain of choosing a descriptive Trade
Mark will quickly be overwhelmed.

are you

up to date?

A MISSED RENEWAL CAN BE PUT RIGHT WITHOUT TOO MUCH COST

OR FUSS PROVIDED IT IS CAUGHT REASONABLY QUICKLY, SAYS
ALBRIGHT IP PATENT ATTORNEY FREDERICK NOBLE.

We have had quite a few enquiries
recently from people who have just
realised they've forgotten to renew their
Trade Marks or registered designs.

Why is this happening
all of a sudden?

In many cases the problem seems to

be that records have not been properly
updated after Brexit. Many businesses
took advantage of the EU-wide
registration system, obtaining EU Trade
Marks and EU registered designs. When
the UK left the EU, every single one of
these EU rights in force at the end of the
transition period (31 December 2020)
was “cloned” on to the UK register.

So, the geographical extent of the EU
right was retained, automatically and for
free, by copying the registrations on to
the UK register. However, with the UK no
longer part of the EU, this was done by
creating a legally separate UK national
registration and - you guessed it - when

it expires it has to be renewed separately.

Registered designs last five years
between renewals and Trade Marks last
ten, so we may continue to see these
‘renewals missed because of Brexit’

for some time yet.

The good news is that usually a missed
renewal can be put right without too
much cost or fuss, provided it is caught
reasonably quickly.

If you are less than six months late,
then the registration can just be
renewed by paying a modest extra fee.
If you are more than six months late,
but inside 12 months, then you will
have to pay another fee on top of that
and also provide an explanation of why
the renewal fee was not paid on time.
However, the UKIPO won't be judging
you too much on why you failed to pay
on time - the rule is that as long as the
failure was unintentional the right will
be restored.

If you have registered EU Trade Marks
or designs in the past, now would be
a good time to check your records
and check you have a system in place
for renewing the UK rights when the
time comes.

If you need any assistance managing
your portfolio or renewing lapsed
rights, please just get in touch and
we will provide you with help.

L

www.albright-ip.co.uk

Frederick
Noble

PATENTS @
DIRECTOR

Registered
designs last five
years between
renewals and
Trade Marks
last ten, so we
may continue
to see these
‘renewals
missed because
of Brexit' for
some time yet.
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Careersin IP

> PARALEGAL

Louisa Miller

A CAREER IN IP CAN BE A VARIED AND INTERESTING VOCATION, AND IT CAN BE A
CAREER PATHWAY BUILT FROM THE GROUND UP. IN FACT, AS ALBRIGHT IP’'S PATENT

PARALEGAL LOUISA MILLER EXPLAINS, THE JOURNEY INTO IP CAN BE BOTH SUCCESSFUL

AND REWARDING, EVEN IF YOU STARTED DOWN A COMPLETELY DIFFERENT ROUTE...

Being an

IP paralegal
involves the
admin side

of things, but
it's also a lot
more exciting!

What's your role, and how

did you get into IP?
I'm a patent paralegal and lead one of
the paralegal teams under Managing
Director Robert Games. My journey
into IP was quite unusual; after working
with horses, | landed an in-house job
at Dyson in 2016.

At that point, | didn't really know what

IP was, but | soon grew to love it. They
supported me through all of my exams,
which helped me to qualify in the field.

| started with entry level work, but | really
pushed to improve - | wanted more!

What was your educational
path before entering the
IP world?

| didn't go to university, and after my

A Levels, | worked with horses for
several years. After an injury, | took into
consideration the risks involved in my
current role, and decided transitioning
to a more stable job was for the best!
That's when | joined Dyson'’s IP team.

What has been the biggest
challenge in your IP career?

IP is constantly evolving, and that is a
challenge in itself. Developments like
Brexit, and the recent introduction of
the Unitary Patent Court, means that the
learning never stops. Even when you're
qualified and you have an understanding
- there's more to learn. It's one of the
aspects | really enjoy about IP.

How has your role evolved

since joining Albright IP?
It's expanded significantly. In the
beginning, | supported just one attorney,
whereas now | oversee a broader team,
including training new paralegals. It's
exciting being able to play my partin
building a strong team.

What's your favourite

part of your job?
I love training people. It can be quite
daunting for new starters. A lot of people
come into the role, and they want to
hit the ground running and show that
they can doit, butin reality thereis a
lot to learn at first! It can actually be
quite a slow process to begin with,
seeing people’s confidence grow and
their knowledge expand is what's really
satisfying and rewarding.

Beyond your specific role,
what do you enjoy most about
working at Albright IP?

Albright IP, being the size that it is,
means we cover all aspects of intellectual
property. We get to see everything from
the conception of an idea, right through
to grants and litigation.

It's all very fast paced and exciting. In
other law firms you may be limited to just
working in one specialist area, whereas
Albright’s specialism allows for a closer
connection with everyone, right through
to the directors, owners and clients.

Any advice for those
aspiring to work in IP?
I would say - just go for it!

It's a role that requires so much

more than just a university degree.
Getting stuck in, having good attention
to detail and the right personality are
allimportant. There's a really diverse
range of areas to explore within IP.

If you weren't in IP, what
would you be doing?

I think I would have gravitated
towards an administrative role. | love
organisation and analytics, but | think
I'd find standard admin work a little
mundane in the long run. Being an IP
paralegal involves the admin side of
things, but it's also a lot more exciting!

What's one thing people might

not know about you?
I've had a very close encounter with a

horse! It was a double barrel kick that
broke my arm. It's quite the story!

What do you enjoy doing
outside of work?
I love dog walking, especially pub dog
walks. | have a Korthals Griffon -
avery scruffy but adorable breed.

www.albright-ip.co.uk “

We get to see
everything
from the
conception of
an idea, right
through to
grants and
litigation.
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How to fund and
make money from
your invention

Desired outcome:
Your idea earns you
— alot of money
Current situation: o
You have an idea y . o
but no money g ) 4

3

TURNING AN IDEA INTO A REAL PRODUCT AND PROTECTING

THE ASSOCIATED INTELLECTUAL PROPERTY (IP) IS NOT CHEAP,

SO HOW CAN YOU MAKE YOUR DESIRED OUTCOME INTO REALITY?
LET'S LOOK AT SOME OPTIONS.

Dr Florence
Albert

PATENT An important consideration when

When to seek funding

However, such agreements can be
breached. Therefore, it is important to
manage disclosure under NDAs carefully,
prior to the filing of applications for

IP rights. Some sources of funding

are only available after the IP rights
have been applied for.

ATTORNEY seeking funding is confidentiality.
Any public, enabling disclosure of
your invention before your IP rights
are filed could prevent grant and/or
invalidate your IP rights. If you must
disclose your idea, use confidentiality
or non-disclosure agreements (NDA).

Sources of funding

Savings: use your personal savings.
No disclosure of the invention to any
third party is required.

Friends and Family': a network

of friends and/or family may be
tapped for a small monetary amount.
However, clarify the expectations
from the start, preferably in writing.
For instance, is the money a gift or
aloan?

Note that the same confidentiality
requirements apply. If you can, obtain
an acknowledgement, at least orally,
and more preferably in writing, that
your friends or family understand
that you are disclosing to them in
confidence. An NDA would be even
better (e.g. in case of a falling out later
on) but getting friends/family to sign
such a legal document can be tricky.

Traditional Bank Loan': a loan can
be obtained from a bank, typically
secured against a collateral asset such
as real estate. Note that IP rights are
property and some banks may accept
IP rights as the collateral asset.

If disclosure of the idea to the bank is
in confidence, the loan can be used to
apply for an IP right.

Intellectual Property Funding (IPF):
similar to a bank loan in many ways,
you get a lump sum upfront from a
financial institution or company. Unlike
a traditional bank loan, the financial
institution buys your IP upfront and
licenses it back to you for a set period
of time. For more information, see
www.albright-ip.co.uk/2018/06/
4-ways-to-fund-your-business/

Business Angels': Dragons’ Den,
anyone? The television show has done
much to raise public awareness about
business angels (at least in the UK).

Business angels are typically wealthy
individuals who have been successful
commercially and who are interested
in investing time and money into
other business ventures, typically

in return for a share of the new
business. There are many ‘angel’
groups throughout the UK, such

as SWAIN (South West Angel and
Investor Network) or Cambridge
Angels. Look for your closest angel
group. Once again, if the funds are
intended to finance the filing of an

IP right, disclosure to the business
angels needs to be in confidence.

No disclosing your invention on
television when pitching for funding
if you don't have the IP in place!

Venture Capital': venture capitalists
are similar to business angels.
However, the sums of money
involved tend to be larger.

Stock Market Listings™: floating
your business on the stock market
and issuing shares can be another
way of raising funds, but generally
does require you to be fairly
established already.

SEIS and EIS: are UK government
schemes which help qualifying
companies raise funds by offering tax
relief to investors, subject to terms
and conditions. Talk to an accountant
or tax adviser.

IP Audit Government Grant: whilst
competitive, the UK Government
offers grants of £2,500 to select
companies, with the company paying
a further £500, for an audit of the
company's (potential and existing)
intellectual property. The audit needs
to be carried out by a Chartered UK
Patent or Trade Mark Attorney, such
as those at Albright IP Limited. As it
is in confidence, the IP audit can be
carried out at any time.

www.albright-ip.co.uk “

The UK
Government
offers grants of
£2,500 to select
companies, with
the company
paying a
further £500,
for an audit of
the company’s
(potential

and existing)
intellectual

property.


http://www.albright-ip.co.uk/2018/06/4-ways-to-fund-your-business/
http://www.albright-ip.co.uk/2018/06/4-ways-to-fund-your-business/

For companies
that pay
corporation

tax in the UK,
owning or being
an exclusive
licensee of a
granted British
patent can open
up an effective
corporation

tax rate of 10%
for qualifying
earnings, subject
to conditions.
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Grants’: search for any grants that
you might be eligible to apply for
(though often the application process
can be lengthy without any guarantee
of success). If you are a university
lecturer, you may want to look into
applying for grants issued by the
funding bodies such as the Medical
Research Council, BBSRC, EPSRC

(see UKRI for the full list of Research
Councils), the Wellcome Trust, and
Technology Transfer Organisations.
As the grant application process
typically requires disclosure of the
invention, best to apply for these after

your application(s) for IP rights are filed.

Competitions™: are there any
competitions you can take partin
that offer money as a prize, or the
opportunity to pitch to investors?
The Earthshot Prizes and the Young
Entrepreneurs Scheme (YES) are two
such examples. Again, best to look
into these only after your IP is filed.

Crowdfunding: donation pages and
peer-to-peer crowdfunding platforms
exist, such as Kickstarter. These allow
people to pledge an amount of money
for an idea they like the look of. As
clearly requiring a detailed disclosure
of your invention, do not apply for this
until after your IP is filed.

Licensing your IP Rights: patents,
designs and Trade Marks are property
rights. Similar to renting out real
estate, you can license out your IP in
return for royalties. This does require
that you have IP rights. Otherwise,
there is nothing to license out.

Remember, your licence may need to
be recorded against the IP right at the
relevant IP Office. Albright IP can help
with this as well, directing you to a
good specialist lawyer to draw up the
licence agreement.

One option to find a licensee is to
approach potential established
players in the relevant sector directly
to see if they might be interested

in taking a licence (but beware of
unintentionally signing any rights
away when you do so). Alternatively,
patents can be listed on marketplaces
or platforms as being available for
licensing. One such marketplace is the
‘Patents 4 Partnerships’, organised by
the United States Patent and Trade
Mark Office (USPTO).

Sales of the Product: fairly
straightforward, selling your product
for more than it costs to make earns
you a profit. As sales of a product
typically count as a public disclosure,
apply for the IP rights first, then
start selling.

Sales of IP Rights: as mentioned
above, IP is property. You can sell your
IP right, e.g. for a lump sum.

Claiming money back
through tax relief

R&D Tax Credits: if your invention
creates an advance in a technological
or scientific field, involves some
scientific or technological uncertainty,
subject to conditions and eligibility,
you may be able to claim back

money in the form of Research and
Development (R&D) tax credits. Ask an

accountant or tax adviser about these.

Patent Box Tax Relief: for companies
that pay corporation tax in the UK,
owning or being an exclusive licensee
of a granted British patent can open
up an effective corporation tax rate of
10% for qualifying earnings, subject to
conditions. Ask your accountant or tax
adviser for more details about Patent
Box tax relief.

Defending or bringing legal action

IP Insurance: is a thing. IP insurance
can provide peace of mind. If you are
involved in an IP dispute with another
party, IP insurance can also encourage
a settlement as it is essentially a war
chest that signals that you are in

a financial position where you can
pursue litigation if necessary.

Albright IP can introduce you to an
IP insurance broker if IP insurance
is wanted.

Crowdjustice: Crowd]ustice is a
platform that allows you to crowdfund
for the cost of bringing or defending
legal proceedings for a cause that
might have wider public appeal. Whilst
the causes are typically social causes,
intellectual property is one of the
categories, and might typically include
copyright or Trade Mark disputes such
as the MONSTA PIZZA vs MONSTER
ENERGY DRINKS case. See the
Crowd]ustice website for more details.

Citations:

1. Enterprise for Life
Scientists: Developing
Innovation and
Entrepreneurship
in the Biosciences
(Paperback), Chapter 8 -
“Funding your Ideas”;
David Adams and John o
Sparrow (eds), Publisher: www.albright-ip.co.uk/
Scion Publishing Ltd, 201 8/06/_4wways-to-fund-
Bloxham, UK, 2008; your-business/

ISBN: 9781904842361

WWW.Wipo.int/wipo_
magazine/en/2008/05/
article_0001.html

www.innovateukedge.ukri.org/
Build-your-capacity-innovation-
to-grow-and-scale/harness-
intellectual-property

www.cambridgeangels.com/

www.bvca.co.uk/

You hopefully now have a better
overview of the sources of funding
that are available. It is worth noting
that you can use a combination of the
above sources of funding, depending
on whether you have filed IP rights,
and your commercial goals.

Funding is just one of the steps to turn

your invention into reality. Actually
applying for the IP is another such
step. Here, at Albright IP, we can assist
you with drafting and filing patent,
design and Trade Mark applications,
and help you throughout the process
in each case.

www.gov.uk/guidance/ www.wellcome.org/
venture-capital-schemes-apply- grant-funding
to-use-the-seed-enterprise-

) www.earthshotprize.org/
investment-scheme

. www.yescompetitions.co.uk/
www.gov.uk/guidance/
venture-capital-schemes-
apply-for-the-enterprise-
investment-scheme

www.kickstarter.com/
https://developer.uspto.gov/

www.ukri.org/councils/mrc/ www.gov.uk/guidance/

www.ukri.org/councils/bbsrc/  corporation-tax-research-
. . and-development-rd-relief
www.ukri.org/councils/epsrc/

guidance-for-applicants/
types-of-funding-we-offer/

www.gov.uk/guidance/

ipmarketplace/search/platform

www.albright-ip.co.uk n

CrowdJustice
is a platform
that allows you
to crowdfund
for the cost

of bringing or
defending legal
proceedings for
a cause that
might have wider
public appeal.

www.crowdjustice.com/case/
save-the-monsta/

www.crowdjustice.com/
cases/?tag=Intellectual%20
property
www.crowdjustice.com/
how-it-works/

www.natwestgroup.com/
news-and-insights/news-
room/press-releases/
enterprise/2024/jan/natwest-
launches-intellectual-property-

corporation-tax-the-patent-box based-lending-to-fuel-hig.html
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New

discounted
fees for
European »
patents

Dr William
Doherty

PATENTS @
DIRECTOR

It'sastepin the
right direction

to allow smaller
businesses to
reduce the cost
of applying for a
European patent.

=

TO MAKE IT LESS COSTLY FOR INDIVIDUALS AND SMALL COMPANIES
TO FILE A EUROPEAN PATENT APPLICATION, THE EUROPEAN PATENT
OFFICE (EPO) IS DISCOUNTING SOME OF ITS OFFICIAL FEES.

Despite Brexit, the UK remains part of the
European patent system, so this is good
news for patentees seeking protection

in the UK, as well as in mainland Europe.

The European Patent Office made the
following statement earlier this year:

“Fees for European patent applications
are changing from 1 April 2024. These
include reductions for small companies
and even the abolition of some fees.
Internal renewal fees are rising by less
than the rate of inflation resulting in a
decrease since 2016 in absolute terms.”

Rejoice! The European Patent Office
is levelling the playing field for
microenterprises - the cost of the
European patent is coming down not
for the billionaires of the world, but
for you, the little guy.

Let's have a look at the headline facts,
now that the changes have kicked in:

New Rule 7a EPC -
micro entity fee reductions!

If you are a microenterprise, a natural
person or a non-profit organisation,
then you're entitled to a 30% reduction
in the following official fees for a
European patent application:

e Filing fee;

e Search fee;

e Examination fee;

e Designation fee;

e Grant and printing fee; and

e Renewal fees.

Fantastic! Sure, the reductions are
less generous than those handed
out by the USPTO, but beggars can’t
be choosers. It's a step in the right
direction to allow smaller businesses

to reduce the cost of applying for a
European patent.

What's a microenterprise?

Who decides who is eligible for
micro status? Brussels, of course!
A microenterprise by definition has:

e Fewer than ten employees; and

e An annual turnover or balance
sheet of less than 2 million Euros.

Notably, this isn't restricted to
European entities, so microenterprises
from West Philadelphia to Bel Air and
beyond will be able to take advantage
of the fee reductions.

Don't get carried away...

The banner message the EPO want
you to look at is that micro entities
are getting a leg up. But let's look at
some of the other new rules:

e The reduction of fees referred to in
paragraph 3 shall not be available
where the same person has filed five
or more European patent applications
or Euro-PCT applications within a
period of five years preceding the
date of filing of the European patent
application concerned.

Got a lot of ideas? Bad luck - you file
too many patent applications and your
discount goes out the window.

e Applicants wishing to benefit from
a reduction of fees shall declare
themselves to be a person within
the meaning of Rule 7a.

e Should it become apparent that an
incorrect declaration has been filed
or the European Patent Office has not
been informed of a change of status
in accordance with paragraph 2 and
a reduced payment is made, the fee
shall be deemed not to have been paid
and the application shall be deemed
to be withdrawn.

You need to make a declaration that
you are eligible for the discount.
Declare incorrectly - that's grounds for

loss of the application. Sure, further
processing and/or re-establishment
of the application would be available,
but there are penalty fees involved.

Money, Money, Money

Under the surface, there's a big
mitigating factor at play.

“In order to ensure the organisation’s
financial sustainability, moderate fee
increases will be implemented to offset
at least partially the high inflation and
reduced income resulting from the
EPO’s gains in timeliness.” EPO

Official fees have increased for the
third successive year at the EPO.
Traditionally, EPO fee alterations
were made every other year.

The fee increases in 2020 were around
4% on average. The fee increases

in 2022 were around 3% across the
board. The fee increases in 2023 were
around 5%. This year, the fee increase
is around 4% average, but, the third
and fourth year renewal fees have
been increased by approximately 30%.

3Y / 4Y renewal fees 2019-2024
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It's worth comparing this to the
USPTO. There were fee increases
in October 2020, and there are
forthcoming increases for 2025,
which amount to around 10% for
search and examination fees for
utility patents.

In terms of the fees payable by an
applicant, a European patent is
considerably more expensive than

a US patent, and the direction of
travel appears to make this difference
more stark. It's hard to escape the
conclusion that the EPO is using

the micro discounts as a fig leaf

to cover the price hikes, which are
almost certainly a consequence

of the introduction of the Unitary
patent system. So much for reducing
complexity and lowering costs.

Euro-PCT

Official fee (€)

Filing 135.00

Bad luck if you don’t meet the criteria.
However, if you:

e Have fewer than ten employees;

e Have an annual turnover or balance
sheet of less than 2 million Euros; and

e Have not filed more than five
European patent applications in
the preceding five years,

then you should find that, from 1 April
2024, the cost of the European patent
application has become much less
than it once was. This might make the
European patent application far more
cost-effective for micro entities.

Official fee - micro (€)

94.50

Search

1520.00

1064.00

Examination

1915.00

1340.50

Designation 685.00 479.50

Total

4255.00

2978.50

Comparison of official fees due for a Euro-PCT application, having no more than 35 pages, no more than 15 claims,
where USPTO is ISA, and third year renewal fee is not due, at standard and micro rates, from 1 April 2024.

Albfight IP expanc s its reach With

s

acquisition of JDIP client portfolio

WE ARE PLEASED TO ANNOUNCE OUR RECENT ACQUISITION OF
THE CLIENT PORTFOLIO OF JDIP LTD, A BRISTOL-BASED COMPANY.

Since its inception in 2015, JDIP Limited
has earned a strong reputation as a
key player in the intellectual property
domain, and John Dean, the former
partner of a major firm in Bristol, has
been instrumental in its success.

“We have made a deal to take on the
clients of the company. Most of the
clients have now been engaged with
and are now working with Albright IP,”
said Robert Games, Managing Director
at Albright IP.

“We look forward to working with JDIP's
clients and showcasing the broad range
of IP sector experts we have within
Albright IP. Clients will also benefit from
our in-house Trade Mark department,
which will support their brand protection
programmes moving forwards.”

Our expanded team of experts will now
serve the former JDIP clients, ensuring a
smooth continuation of their intellectual

property journeys.

The acquisition allows us to strengthen
our already extensive presence across
the south-west, particularly in Bristol.
Furthermore, this venture has already
led to collaborations with excellent
referral partners in the Bristol area,
previously associated with JDIP,
creating new beneficial relationships.

Robert expressed his gratitude for the
opportunity to support these clients,
commentating, “We’re delighted to be
involved in assisting some of the clients
who are on growth journeys of their own
and have significant IP interests. We're
looking forward to supporting them in
that process.

I should also like to thank John Dean for
approaching Albright IP and giving us the
opportunity to expand our client base
and develop our firm further throughout
the south-west.”

Clients will also
benefit from
our in-house
Trade Mark
department,
which will be
able to support
their brand
protection
programmes
moving forwards.
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duku®

Who are Duku?

LOCATED ONLY A STONE'S THROW FROM OUR
CHELTENHAM OFFICE, OUR SISTER COMPANY,
DUKU DESIGN, ARE EXPERTS IN TRANSFORMING
IDEAS INTO SUCCESSFUL PRODUCTS.

Celebrating their tenth year in the industry this year,
their dedicated team of experienced designers are
committed to creating innovative design solutions that
stand out from the crowd. Over the years, the design
agency has worked with over 500 clients across a wide
range of sectors, including Whyte Bikes, Spirax Sarco
and the NHS. More recently, Duku has also helped
some of these clients to achieve over £5 million in
Government Innovate UK funding.
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The time-efficient & cost-effective
alternative to physical prototyping

Duku’s product visualisation service

Duku discovered that a common
obstacle for many entrepreneurs
and businesses is finding a way to
visualise their design idea accurately
and efficiently. Often this may
involve physical prototyping, which
can be expensive and unnecessary,
particularly if a client has not yet fully
formed an idea or may be unsure of
their route to market.

As part of Duku’s Product Visualisation
service, their expert design team create
professional photorealistic images of
their idea, formed using state-of-the-art
software which replicates real-world
light conditions and ‘exploded views'
to demonstrate the functionality.
Visualising a product this way gives
credibility to an idea, combining two
stages of the product development
process: Concept Development

and Computer-Aided Design (CAD).

Creating a product from scratch takes
you on an amazing journey. Duku are
the perfect team to guide you on it.
Visualising and articulating exactly
what you want can sometimes be
quite difficult. However, Duku calmly
and professionally converted my
passion and ideas into a product that
exceeded all expectations. I cannot
recommend them highly enough.

Thomas Randall,
Tubereka Portable Coffee Maker

The visualisation stage also allows
clients to streamline the back-and-
forth needed between themselves and
designers to alter the product's design.
Renders can be quickly altered to
react to any market research findings
or investor feedback, speeding up
the process to make sure you take
advantage of any opportunities to
obtain a patent or secure funding
ahead of other competition.

Why should I visualise
my product?

To obtain IP filings
To estimate your manufacturing costs
To define further development costs

To secure a licence deal or generate
sales interest

To gain funding or investment

www.albright-ip.co.uk

Visualising

a product
this way gives
credibility

to an idea.

To get a quote, or
see our full range
of services, visit
www.duku.co.uk



http://www.duku.co.uk
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SINCE OUR LAST ISSUE, ALBRIGHT IP HAS
BEEN OUT AND ABOUT VISITING CLIENTS,
ATTENDING INDUSTRY EVENTS AND
CELEBRATING OUR PEOPLE. TAKE A LOOK
AT WHAT WE'VE BEEN UP TO...

AIPPI World |

Congress - Phillips

Istanbul Retirement
Cornwall Marques 37th
Business ; Annual Conference -
Show ' Berlin
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Albright IP
welcomes

newstarters 4 I
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,.-"'I Left toright: Emily Pearson, Emily Fox, Natasha Devlin, Hania Najoo,
o< < ,f _James Beeton, James Fiddes, Matthew Harwood

WE'RE EXCITED TO HAVE EXPANDED OUR TEAM, HIRING SEVEN NEW STARTERS.

We know their
enthusiasm,
personalities

and ever-growing
expertise will add
real value to our
business and to
the clients that
they will help.

As our workload continues to grow
steadily and healthily, we need to ensure
we can give our expanding client list

the time and expertise they expect

and deserve. That's why we've recently
invested in the recruitment of seven
new starters, five of whom are trainees.

We're pleased to welcome Emily Pearson,
who has joined us as a trainee patent
paralegal, and Hania Najoo, who

has joined us as a patent paralegal -
both bring individual specialisms to
the Patent team. Emily Fox joins us

as a trainee patent attorney having
graduated from the University of York
with a Masters of Science. As do James
Fiddes and Matthew Harwood, who
are both involved in every aspect of the
patenting process, including drafting,
filing and prosecution of patents.

The Trade Marks team has also
expanded with the hire of Natasha
Devlin, who has joined us as a trainee
Trade Mark paralegal, and James Beeton,
who has joined us as a part-qualified
Trade Mark attorney. James is involved
in various aspects of Trade Mark
prosecution and protection, retaining a
strong interest in the commercialisation
and enforcement of IP.

We know their enthusiasm, personalities
and ever-growing expertise will add real
value to our business and to the clients
that they will help.

expand with new |

|_-

Cornwall office —

WE'RE THRILLED TO ANNOUNCE THE OPENING OF OUR NEW OFFICE IN SOUTH-WEST ENGLAND.

We look forward
to growing the
office over the
coming years,
recruiting and
investing in
people from

the local and
surrounding
areas.

We're excited to be growing our
presence in the south-west with

our new office at 18 Lemon Street

in Truro, Cornwall. Having acquired
Bournemouth-based Atkinson Wheller
in 2022 it made sense for us to expand
our business in the south - and not
just because our Patents Director
Freddie Noble likes a good pastie!

The surgery resides in an old doctor’s
practice which has been converted
into a mini business village, similar
to the top floor at County House in
Cheltenham when we first moved in.

Freddie is based at the Truro office and
has been joined by Graeme McCallum,
Patent and Trade Mark Attorney, and
Emily Murray, who will work as a
trainee paralegal.

“There’s a rich resource of experienced
professionals in our field in Cornwall,”
said Managing Director Robert Games.
“We look forward to growing the office
over the coming years, recruiting and
investing in people from the local and
surrounding areas.”

Our location portfolio now consists of
offices in Cheltenham and Cornwall, as
well as meeting rooms in Bournemouth
and London. And we have plans to
expand further, so watch this space.
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Albright IP

Head Office: County House,
Bayshill Road, Cheltenham,
Gloucestershire GL50 3BA

T: +44 (0)1242 691801
E: info@albright-ip.co.uk

www.albright-ip.co.uk MIX
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