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One of the most rewarding things I get to do as Managing Director of Albright 
IP is talk to people who are genuinely passionate about what they’ve built. 
Whether that’s a start-up protecting its first product, or a business navigating 
international markets, the stories behind the IP are always worth telling.

That’s why launching the Figure 1 podcast late last year has been such a 
highlight for me, born out of a desire to bring these conversations to life  
in a more accessible, engaging way. We’re really pleased to see that it’s 
already resonated with so many of you, and there’s plenty more to come. 
You’ll find us on Spotify, YouTube, Apple and at albright-ip.co.uk/podcast.

We'll shortly be heading to the INTA annual meeting in London and for  
our team, having this global gathering in the UK makes it a particularly 
special one. 

Events like INTA sit at the heart of how we build and maintain the 
international relationships that allow us to serve clients wherever their 
ambitions take them. For Albright IP, that reach matters enormously,  
and we never take it for granted.

This issue sees our attorneys covering a wide range of topics, from the 
latest activity at the UK IPO and IPEC, to the growing intersection of trade 
marks and online advertising, the risk of genericide, and the UK’s Green 
Channel for technology innovators. 

We hope there’s something in here for everyone.

Robert Games
MANAGING DIRECTOR 
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Last time we had just eight published 
final judgments, covering trade marks, 
passing off, designs, and three copyright 
cases tackling that tricky question  
“but is it art?”. I commented on the  
lack of patent cases, and some had 
expressed the view that the IPEC just 
wasn’t up to patent cases any more. 
Well the balance has been redressed, 
with five whole patent judgments in 
2025. Let’s start with those.

Prevayl Innovations v Whoop is an 
interesting case about a simple 
invention. A “smart bra” is a bra  
which incorporates sensors which  
can measure, for example, the heart’s 
electrical activity during exercise.  

The characterising feature of the 
Claimant’s patent was the location  
of the sensors – the claim required 
“wherein all of the sensor assembly is 
provided in one of the side regions  
and is not provided in the underband”. 
It’s a short claim and a simple idea.  
The Defendants had no doubt done a 
good search, but hadn’t found anything 
with all of the sensor assembly just in 
that position. One prior art document 
showed sensors all over the place for  
a 12-lead ECG. Another had a sensor 
perhaps roughly in the right position, 
but the bra was not a sports bra and  
so did not have an underband. It’s a 
familiar frustration when trying to 
invalidate a patent and just not quite 

IT SEEMS LIKE JUST LAST WEEK I WROTE UP THE 2024 ACTIVITIES OF THE 
INTELLECTUAL PROPERTY ENTERPRISE COURT. IN FACT IT’S BEEN A WHOLE YEAR, 
IT’S 2026 NOW, AND THE IPEC HAS BEEN BUSY.

getting to a novelty-destroying 
document. In this case though, it was 
close enough – HHJ Hacon found the 
patent invalid for lack of inventive step. 

Given the invalid patent then, what was 
said about infringement might be taken 
with a pinch of salt. But it’s the first of 
two cases on the issue of so-called 
“contributory” or “indirect” infringement. 
Whoop admitted that (if the patent were 
valid) their bra together with their sensor 
module would infringe, but their sensor 
module did not have to be used with a 
bra. In fact, it was most commonly worn 
on a wrist strap. Did supply of the 
sensor modules alone infringe? “Yes”, 
said the judge, it being enough that at 
least some ultimate users will intend to 
use it to put the invention into effect. 
However, the damages would always  
be limited to loss caused by Whoop’s 
working of the invention, which might  
be limited to the proportion which would 
actually be put into bras. The patent 
being invalid, whether this is right or 
wrong is all academic.

But in our next case, contributory 
infringement was in issue again, and this 
time the patent was admitted as valid. 
Jeff Gosling Limited v Autochair Limited 
is about a hoist for use with a vehicle. 
Commonly these hoists are used for 
loading and unloading a wheelchair  
or mobility scooter. The contributory 
infringement point arose because the 
allegedly infringing hoist could be put 
together in a way which would have 
fallen within the patent claim, but only 
by an installer who ignored clear 
warnings given in the instructions in  
a way which both experts witnesses 
ended up agreeing would be 
“irresponsible”. Such “mavericks” do 
not count, apparently even if the 
supplier knows about them. HHJ 
Hacon, who heard both of these cases, 
has set out a neat four-point summary 
of the law on indirect infringement as 
he sees it. It will be interesting to see 
how influential this proves to be.

Apart from the indirect infringement 
issue, there was an unsuccessful 
argument by the patentee that, either 
on a “normal” construction of the  
claim or according to the doctrine  
of equivalents, adjustability in steps  
of 10mm was close enough to the 
“stepless adjustment” required by the 
claim. 10mm is not a very large step, 
though the evidence was that true 
stepless adjustment would “come in  
a lot easier”. “Stepless”, in this case, 
meant what it said, or at any rate 
something finer than a 10mm step. 
There was no infringement.

One of the striking things about Jeff 
Gosling v Autochair is the lack of any 
mention at all of prior art in the 
judgment. It isn’t unheard of for  
validity to be admitted of course,  
but given that the case ultimately fell 
on whether a 10mm step was small 
enough to be “stepless” (would 5mm, 
or 1mm, have done it?), the lack of  
any sort of a “squeeze” argument is 
remarkable. I do wonder whether this 
patent was perhaps a bit narrower 
than it needed to be.

Our next case is the opposite way 
around – in D.W. Windsor Limited v 
Urbis Schreder Ltd, infringement of 
three patents was admitted, subject to 
the argument that they were all invalid 
for lack of novelty or inventive step. 
Again the invention was fairly simple –  
a light fitment used, for example, on 
railway footbridges where a pathway 
needs to be lit at night, but where it is 
desirable to avoid any fittings which 
might be used as a foothold for 
misguided adventurers to climb up  
the sides of the walls. One prior art 
disclosure showed an illuminated 
handrail, with a separate sloped “roof” 
mounted above it. Would the skilled 
person combine that feature into the 
light fitting itself? No, said the Judge, 
the skilled designer of lighting  
supports would not be thinking about 
anti-climb features. Patent valid.

Did supply of 
the sensor 
modules alone 
infringe? “Yes”, 
said the judge,  
it being enough 
that at least 
some ultimate 
users will intend 
to use it to put 
the invention 
into effect.

It’s a familiar 
frustration 
when trying  
to invalidate  
a patent and 
just not quite 
getting to a 
novelty-
destroying 
document.

Frederick 
Noble
PATENT  
ATTORNEY, 
DIRECTOR 

Hannah 
Boehm
TRAINEE 
PATENT  
ATTORNEY

The Intellectual 
Property Enterprise 
Court in 2025
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Marching onwards through the patent 
cases, Well Lead Medical Co., Limited v 
C J Medical Limited was about devices 
used to remove kidney stones and 
gallstones. This time both validity and 
infringement were in issue, though 
infringement was a short point once 
the correct construction of the claims 
had been sorted out. That construction 
was complicated by the fact that 
something of a half-hearted effort had 
been made to bring the description 
into conformity of the claims before 
grant of the European patent. There 
were “embodiments of the present 
invention” and “embodiments of the 
disclosure not forming part of the 
present invention”, which were clear 
one way or the other, but then also just 
“embodiments” – what to make of 
those? The Judge seems to have taken 
a fairly pragmatic view of things – the 
claim was clear enough that two parts 
had to have “the same” diameter, and 
at some point during prosecution 
some attempt had been made to make 
the description consistent with that. 
“The same” had some “limited leeway” 
indicated in the specification – a ±5% 
manufacturing tolerance. Once that was 
sorted out, one of the five products sold 
by the Defendant was found to infringe, 
having only a 0.2% difference between 
the relevant dimensions.

Finally on patents, Battlekart Europe SA 
v Chaos Karts 1 Limited is about an 
invention that sounds like good fun. 
You race a real kart around a real track, 
like go-karting, but you can hit projected 
“virtual” obstacles which cause the kart 
to react, like in Mario Kart. For instance, 
if you drive over a banana, the kart will 
spin. I’m willing to bet that the entire 
legal team on both sides insisted on 
trying it out for themselves. 
Unfortunately for the Claimants, it was 
such good fun that they couldn’t resist 
demonstrating it in public before they filed 
the patent application. That didn’t matter, 
they tried to plead – while everybody 
could observe the fun, no-one would 

guess there was a server with software 
that coordinates image projection with  
the location of the kart, among other 
technical bits and pieces. It didn’t wash. 
We have to imagine, remember, that a 
skilled person has turned up. A skilled 
person is a very special sort of person 
who thinks about these things even 
while watching a real person getting hit 
by a Mario Kart rocket. Oh and some  
MIT students had done the same thing 
before with remote control cars. And 
Disney had put it in a prior-published 
patent application as well.

So before we leave patents, what can  
we take from all this? Well obviously,  
the IPEC can hear patent cases, and 
parties seem to have been prepared  
to let them. Compromises to the short 
trials in the IPEC system are apparent 
– in D.W. Windsor it appears the Claimant 
might have slightly regretted an earlier 
admission on construction (but they 
ended up winning anyway) and in 
Battlekart the judge commented that  
a single expert on each side caused 
problems where a cross-disciplinary 
skilled team was the imaginary “skilled 
person”. To me, there is sometimes an 
element of “rough justice”, where short 
arguments which are less than fully 
reasoned are used to reach important 
conclusions. But I also see parties and 
their lawyers engaging with the system, 
slimming down their cases, and bringing 
just the issues that matter to the trial. 
Nobody could complain about that, 
could they?
 
Onwards then, to copyright. The first IPEC 
judgment of the year, Joshua Rinkoff v 
Baby Cow Productions Ltd was about 
copyright, or alleged copyright, in a TV 
format. English courts have never quite 
said that it is impossible for a “TV format” 
to be protected as a copyright work, but 
at the same time no claim of this nature 
ever appears to have succeeded. This 
case was no exception, but something 
tells me that Joshua Rinkoff will not be 
the last person to give it a go.

To me, there is 
sometimes an 
element of 
“rough justice”, 
where short 
arguments 
which are less 
than fully 
reasoned are 
used to reach 
important 
conclusions. 

Ms. Martin’s work Infringing wine box

Second label Third label

Up next, Shantell Martin v Bodegas San Huberto. The Claimant here is 
apparently quite a famous artist, and the work in question was a wall drawing 
she created at the SKG Museum in Buffalo, New York. The unauthorised 
copy had been made on wine labels, and looking at the pictures I think the 
Judge was clearly correct here to say there was infringement (the colours 
have been added to show the similar segments):

However, we learn that after being contacted by the Claimant, the Defendant 
made sure to change the label. Equally sound is the Judge’s decision that 
the second and third labels did not infringe any copyright in the work:

The unauthorised 
copy had been 
made on wine 
labels, and 
looking at the 
pictures I think 
the Judge was 
clearly correct 
here to say there 
was infringement.
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The Claimant had apparently 
demanded US$200,000 in open 
correspondence. Quantum is not yet 
determined, but the Judge made some 
helpful comments to encourage the 
parties to settle. The total profits on 
the products carrying the labels which 
did infringe came to £924, and we 
know an undertaking had apparently 
been offered not to sell any more.  
I wonder if perhaps the Defendants 
had made a Part 36 offer, because  
this whole thing looks like a case of a 
good claim, but a modest one, which 
really should have settled.

Our next case is a fine example of a 
recurrent theme of IPEC litigation. 
Members of rock bands are all 
obviously far too cool to enter into any 
written agreements about ownership 
of IP. In Lant v Plastic Head Music 
Distribution Limited the works in  
issue were various drawings and 
photographs used as logos and album 
covers. There were six drawings and 
two photographs in total. On the 
evidence, the Claimant was the author 
and owner of four of the drawings,  
the Defendant of one of them, and  
for the sixth, known as the “At War  
with Satan” design, neither discharged 
their burden of proof. Although one 
witness’ evidence was preferred, it was 
just not detailed enough and all too 
uncertain to say who had done this 
drawing in 1983.

Another messy ownership situation 
turns up in the first of our trade mark 
judgments – Natasha Courtenay-Smith 
v The Notting Hill Shopping Bag 
Company Limited. A common mistake 
is to apply for a trade mark in the 
name of the company, and then a bit 
later on dissolve the company without 
assigning the trade mark out of the 
company first. It’s an expensive pain, 
but if caught quickly enough can 
usually be sorted out by applying to 
restore the company to the register. 
Lawyers appear to have noticed the 

problem here and taken the right 
action in relation to the company, but 
there was a trap waiting for them – the 
trade mark came up for renewal in the 
period during which the company did 
not exist. The (purported) application 
to renew was a nullity, because it was 
not made (and could not have been 
made) by the proprietor of the trade 
mark. This was an unforced error since 
the company did restore in time to 
renew in the six-month grace period, 
but the trade mark was revokable for 
non-use anyway.

In other trade mark news, Wise 
Payments Limited v With Wise follows 
another common pattern – two 
companies set out to do quite different 
things, but then each expanded its 
services over time, and then things 
become very confusing. Customers are 
confused and ring the wrong company. 
The call handlers seem to get even 
more confused and advise callers that 
the contact they have had from the 
other company is a phishing scam.  
I am slightly confused as to who won. 
Some better trade mark searching 
might have made things less confusing 
for everyone. In Easygroup Limited v 
Jaybank Leisure, Sir Stelios Haji-Ioannou 
is still causing trouble, this time for  
a vehicle rental business called 
“EASIHIRE”. Unfortunately for Sir 
Stelios, quickly setting up a website 
called “easyHire” which just links to  
an existing car hire business you own, 
trading under a different brand, does 
not constitute genuine use of a mark. 
Trade mark invalid, claim dismissed. 
And in Dryrobe Limited v Caesr Group 
Limited, it was agreed that “dryrobe” 
had become a “household name”, and 
there was evidence that the public at 
least sometimes used it as a category 
term – i.e. descriptive of the type of 
goods rather than as a brand name. 
Despite that it “was able to, and did, 
still carry out the essential function  
[of a trade mark]”. The mark was valid, 
and infringed by use of “D-ROBE”.

Finally in trade marks, Babek 
International Limited v Iceland Foods 
Limited was a hopeless application for 
summary judgment. Iceland claimed 
Babek’s mark was invalid because the 
written description did not quite  
match the representation of the mark. 
The high point of Iceland’s ambition is 
probably in their complaint that “the 
visual representation shows an ellipse, 
not an oval as stated in the written 
description”. HHJ Hacon regarded this 
as “fairly high grade pedantry”.

There was also an allegation of passing 
off in relation to those copyright-
infringing wine labels in Shantell Martin 
v Bodegas San Huberto. Given that the 
second and third labels did not infringe 
copyright, could they still create a 
misrepresentation given the wrongful 
association created by the first labels? 
It’s an argument that might work from 
time to time, but in this case no, on the 
facts the bottles were unlikely to be on 
the shelf side-by-side, and even if they 
were, they were different enough from 
each other that they would not mislead.

Lastly, our solitary design case this 
year. In Sonia Edwards v Boohoo.com, 
the IPEC resolved a long-running 
dispute over the alleged infringement 
of a series of five garment designs 
protected by Unregistered Design 
Rights (UDRs). Edwards, representing 
herself, presented no formal design 
documents, instead relying on 
photographs of the garments 
themselves. It is difficult to know 
whether the claim could have been 
better put in this respect. Some 
claimed features were described in 
relation to a wearer’s body, but the 
judge insisted that a design cannot be 
defined by reference to the way it 
interacts with the wearer. We think this 
must be correct – a way of wearing a 
bikini is simply not a feature of the 
shape or configuration of the bikini. 
This was a complicated and interesting 
case, and in many ways it is a shame 

that the Claimant was not represented 
because some of these points might 
have been explored more thoroughly. 
In the end though, the allegation that 
Boohoo had copied just failed on  
the evidence.

So that’s it. In 2025 we’ve had patents, 
copyright, trade marks, passing off, 
and designs. The IPEC really is a fine 
forum for small-ish cases across the  
IP spectrum. Probably nothing 
groundbreaking, but unsurprising 
lessons include: the words you put  
in your patent claim do limit the 
protection you get; disclosing your 
invention before you file your patent  
is a bad idea; you should carefully 
consider the real value of the claim you 
are making (and if you are being sued 
on a good claim but for far too much, 
make a Part 36 offer); and if you’re 
starting a rock band, think about a 
written agreement. Nobody is going  
to listen, of course. We look forward to 
hearing about it all over again in 2026.

A common 
mistake is to 
apply for a  
trade mark  
in the name 
of the company, 
and then a bit 
later on dissolve 
the company 
without 
assigning the 
trade mark  
out of the 
company first.

It’s an argument 
that might work 
from time to 
time, but in this 
case no, on the 
facts the bottles 
were unlikely to 
be on the shelf 
side-by-side,  
and even if they 
were, they were 
different enough 
from each other 
that they would 
not mislead.
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Héloïse Lloris Champagne provides a compelling example of how innovation, 
branding and intellectual property (IP) strategy can be effectively aligned 
within the premium drinks sector. Combining traditional champagne 
craftsmanship with a distinctive presentation concept, the brand  
has established a differentiated position supported by  
a carefully-structured approach to IP protection.

HÉLOÏSE LLORIS CHAMPAGNE ON INTELLECTUAL PROPERTY, 
DESIGN AND THE ROLE OF STRATEGIC LEGAL PARTNERSHIP.

Héloïse Lloris 
came to us  
with a clear 
vision, a brilliant 
product and, 
most importantly,  
an understanding 
that protecting 
their IP was  
critical from  
the very start.

Handcrafted:  
More than what’s 
inside the bottle

A defining feature of Héloïse Lloris is its 
bespoke metallic bottle casing, available 
in hammered gold or palladium finishes. 
Beyond its visual impact, the casing 
performs a functional role by protecting 
the champagne from light exposure, 
thereby supporting product quality.  
This integration of design and function 
reflects the increasing importance of 
innovation in shaping brand identity 
within competitive luxury markets.

From an early stage, securing robust IP 
protection was a key priority. The brand’s 
strategy includes patent protection for 
the bottle casing, alongside registered 
designs and trade mark rights covering 
both the product’s name and its 
distinctive appearance. In a sector 
where differentiation is critical,  
these protections play a vital role in 
safeguarding originality and supporting 
long-term commercial value.

A significant factor in the successful 
implementation of this strategy has been 
the involvement of specialist IP law firm 
Albright IP. Their role has extended 
beyond the filing of applications, 
providing clear, commercially grounded 
advice on how best to structure 
protection in line with the brand’s stage 
of growth and available resources.

Albright IP’s approach has been 
characterised by transparency and 
pragmatism. From the outset, they 
provided a realistic overview of the IP 
process, including the timeframes 
involved and the absence of guaranteed 
outcomes. This clarity enabled informed 
decision-making and helped establish 
confidence in the protection strategy 
being pursued.

Importantly, their advice has focused  
on ensuring that IP protection remained 
commercially viable. Rather than 
adopting an overly broad or 
cost-prohibitive approach, Albright IP 
supported a phased strategy – 
beginning with core jurisdictions and 

expanding in line with the brand’s 
development. This included securing 
patent protection, registering trade 
marks for “Héloïse Lloris”, and 
implementing design protection initially 
in the UK and Europe before extending 
to additional international markets.

This measured and strategic approach 
has enabled Héloïse Lloris to expand into 
key regions, including the United States, 
China, the UAE and across Europe, with  
a strong foundation of protected rights  
in place. In this context, IP has functioned 
not only as a defensive mechanism but 
also as an enabler of growth and  
market confidence.

In addition to its design-led innovation, 
the brand has incorporated sustainability 
considerations into its offering. The ability 
to separate the metallic casing from  
the glass bottle supports appropriate 
recycling processes, aligning with 
evolving expectations within the 
hospitality and luxury sectors.

Overall, Héloïse Lloris Champagne 
demonstrates the value of integrating 
legal expertise with commercial strategy. 
The collaboration with Albright IP 
highlights the importance of specialist 
guidance in navigating complex IP 
frameworks, ensuring that innovation  
is effectively protected while remaining 
aligned with business objectives.

CLIENT REVIEW
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LATE LAST YEAR, WE WERE DELIGHTED TO LAUNCH  
FIGURE 1: AN IP CONVERSATION, OUR DEDICATED 
PODCAST DESIGNED TO DEMYSTIFY THE WORLD 
OF INTELLECTUAL PROPERTY.  

Created for innovators, founders and creatives alike, the 
series offers clear, accessible insights into protecting ideas, 
brands and inventions.

Hosted by our Managing Director Robert Games, each 
episode features engaging discussions with our attorneys 
and guests, exploring a broad range of IP topics. From 
practical guidance on trade marks and patent protection  
to commentary on recent case law and enforcement issues, 
the podcast aims to make complex legal concepts easier  
to understand and apply in practice.

Whether you are at the early stages of developing an idea 
or managing an established portfolio, our podcast provides 
expert-led conversations with real commercial relevance.  

To stay up to date with the latest episodes,  
scan the QR code to subscribe to our YouTube  
channel and join the conversation.

Tune in:  
Introducing Figure 1:  
an IP conversation
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Unlike most major patent offices,  
the European Patent Office (EPO) 
has made this concept central to 
examination, opposition, and appeal 
practice. And with the Enlarged Board 
of Appeal (EBA) referral G 1/25 now 
pending, the definition – and legal 
significance – of an “inconsistency”  
may be about to change dramatically. 

Why are we still talking about 
inconsistencies? 
Under current EPO practice, applicants 
are expected to align their descriptions 
with the amended claims before grant, 
deleting or flagging subject-matter that 
no longer falls within the claim scope. 
The EPO has confirmed that examination 
and opposition divisions will continue 
applying this practice while the referral 
is pending, and the case law background 
on ‘bringing the description into line’ is 
summarised in the EPO’s own materials. 

So… what is an inconsistency  
at the EPO? 
Traditionally, the EPO considers 
an inconsistency to arise when the 
description contains embodiments, 
language, or technical statements 
that contradict or extend beyond 
the subject-matter defined in the 
allowed claims. Examples include: 
(i) describing optional features that 
an amended claim now defines 
as mandatory; (ii) presenting 
embodiments broader than a 
narrowed claim scope; and (iii) using 
terminology that implies a different 
technical scope from the claims.  
Some boards consider these 
inconsistencies to undermine clarity/
support under Article 84 EPC, while 
others take the view that clarity is a 
property of the claims themselves – 
a split that the EPO acknowledges, 
hence the EBA referral. 

How did G 1/24 change the stakes? 
During opposition of EP3076804, the 
opponent to the patent as granted 
argued that the term “gathered sheet”, 
present in claim 1, had a broader 
meaning taken from the description, 
rendering claim 1 invalid, whereas 
the proprietor argued that the claim 
should take a normal interpretation  
of the term from the art.
 
In G 1/24, the EBA emphasised that 
the description and drawings must 
always be consulted when interpreting 
the claims, after a referral from the 
Technical Board of Appeal.
 
This makes clear the interpretive 
importance of the description across 
the system. The practical consequence 
is straightforward; if the description 
must always inform claim construction, 
then inconsistencies can skew 
interpretation downstream, including 
in opposition and litigation.
 
Why did G 1/25 ask the question  
all over again? 
The referring case (T 697/22) concerned 
a hydroponics patent with claims 
amended to require an organic binder 
while the description spoke more 
broadly about binders. Faced with 
divergent case law on whether such a 
mismatch must be corrected, the Board 
referred three questions to the EBA: 
(1) must inconsistencies be removed; 
(2) if yes, under which EPC provision(s); 
and (3) does the answer differ between 
examination and opposition? While the 
referral is pending, the Office’s line is 
to continue current practice; in other 
words, mandating amendments to the 
description in line with the claims.
 
Are all inconsistencies equal? 
Practical examples 
Not at the EPO. Some inconsistencies 
are treated more seriously than 
others. For example: embodiments 
plainly outside the claim scope may 

be tolerated as background in some 
decisions but must be deleted or 
prominently labelled in others; 
optional vs mandatory features often 
trigger alignment demands; and 
subtle terminological drift can still 
attract an objection.
 
Why does this matter to you? 
Most other major offices (e.g., US, 
JP, CN) do not require wholesale 
description rewrites to match 
amended claims. The EPO’s approach 
can increase cost, prosecution time, 
and added-matter risk. Until G 1/25 
is decided, it is prudent to budget 
for alignment rounds and to plan 
fallbacks carefully when prosecuting 
European and Euro-PCT applications.
 
What happens next? 
Pending the EBA’s decision in G 1/25, 
assume the Guidelines-aligned 
practice remains in force and be 
ready to remove or mark inconsistent 
embodiments to align with the 
claims. The core question – what is  
an “inconsistency” – should soon 
receive clearer, uniform guidance, 
and when it does, we will update  
our strategic advice for applicants 
and foreign counsel.

But wait – hot off the press
As of 13 March 2026, the EBA 
has issued a preliminary opinion, 
confirming that the referred 
questions were admissible, and 
that there does appear to be legal 
basis for the use of Article 84 EPC as 
grounds for requiring adaptation of 
the description where inconsistency 
is found. It seems likely that the EPO 
won’t be eliminating description 
amendments any time soon.

We will find out more shortly after  
the 8 May 2026 oral hearing.  
Watch this space.

What is an 
“inconsistency”  
at the EPO –  
and why does it 
matter after  
G 1/24 and G 1/25?

FOR YEARS, WE’VE BEEN ASKED THE SAME QUESTION WHEN 
PROSECUTING EUROPEAN APPLICATIONS: WHAT EXACTLY 
COUNTS AS AN INCONSISTENCY BETWEEN THE CLAIMS AND 
THE DESCRIPTION?

Dr William 
Doherty
PATENT  
ATTORNEY, 
DIRECTOR

The referring 
case (T 697/22) 
concerned a 
hydroponics 
patent with 
claims amended 
to require an 
organic binder 
while the 
description 
spoke more 
broadly about 
binders. 

This makes  
clear the 
interpretive 
importance  
of the 
description 
across the 
system.
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Meet our attorney team
TO FIND OUT MORE ABOUT EACH OF OUR ATTORNEYS, 
WE ASKED THEM THESE THREE QUESTIONS…

If you  
could instantly 

master a skill  
or hobby, what 

would it be?

2If you  
could swap jobs 

with anyone  
for a day, who  

would it be?

1

�Robert Games
Swap jobs with: UK prime 

minister, but what could be done 

in a day?
Skill to master: Guitar

Can’t live without: My workshop

Adrian Hocking
Swap jobs with: Spiderman
Skill to master: Japanese
Can’t live without: Mountain bike

Katie Oliver
Swap jobs with: Long distance 

lorry driver
Skill to master: Salsa

Can’t live without: My dogs

Marc Maidment
Swap jobs with: Astronaut!  

(Or Lewis Hamilton)
Skill to master: Alchemy

Can’t live without:  
Freshly-baked bread

Julia House
Swap jobs with: Curator at the 
Victoria and Albert Museum
Skill to master: Playing the cello 
Can’t live without:  
My hiking boots

Freddie Noble
Swap jobs with: ChatGPT 

Skill to master: Parkour

Can’t live without: Multi tool

Will Doherty
Swap jobs with: Reiner Knizia 
Skill to master: The riffle shuffle
Can’t live without: A keyring

What's  
one item  

you can’t live 
without?

3

Joel Weston
Swap jobs with: An engineer/

mechanic restoring classic cars

Skill to master: Welding

Can’t live without: My cafetière

Matthew Cyrson
Swap jobs with:  
Cruise ship captain
Skill to master: Tennis serve
Can’t live without: Hockey stick

Cloe Loo
Swap jobs with: Jane Goodall 
when she was doing field work  
in Tanzania 
Skill to master:  
Bushcraft for above 
Can’t live without: Radio

James Beeton
Swap jobs with: 
David Attenborough
Skill to master: Painting

Can’t live without: Running shoes

Charlie Heal
Swap jobs with: Chocolate taster  
at Cadbury’s
Skill to master: French or German
Can’t live without:  
Notebook and pen
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Whilst the law is largely settled in this 
arena, the questions surrounding trade 
mark law and online advertising are 
as pertinent as ever and prove to be a 
common talking point among clients. 
As a Trade Mark Attorney dealing with 
clients that range from one-man band 
start-ups to rapidly expanding SMEs, 
and everything in between, a common 
question I get asked by these businesses 
is: “Can my competitor use my trade 
mark in an online advertising campaign?” 
In particular, can they purchase a 
keyword the same as my trade mark to 
run a Google Ads campaign? For the most 
part, the answer is “yes”, but only where 
such use meets certain criteria. While 
such practices are common in online 
marketing strategies, they can give rise to 
potential trade mark infringement where 
they interfere with the essential functions 
of a registered trade mark.

Google Ads allows businesses to bid on 
keywords so that their advertisements 
appear when users search for  
particular terms. These keywords 
may include the names of competing 
businesses, including registered trade 
marks. For example, a company may 
purchase a competitor’s brand name as 

a keyword so that its own advertisement 
appears when consumers search for  
that competitor. 

Whether such use could infringe a 
registered trade mark, and therefore 
be prevented, is a question of fact and 
evidence; so, let’s start at the top with the 
Trade Marks Act 1994. Under this Act, 
trade mark infringement can occur where 
a sign identical or similar to a registered 
trade mark is used in the course of trade 
in relation to goods or services identical 
or similar to those for which the mark is 
registered, and where such use is likely 
to cause confusion among the relevant 
public. In the context of online advertising, 
the key issue is whether the use of a trade 
mark as a keyword constitutes “use in the 
course of trade” and whether it adversely 
affects the functions of the trade mark. i.e. 
is such use likely to cause confusion?

The courts have addressed these issues 
in a number of cases at both UK and EU 
levels, involving both the internet search 
provider (generally Google) and the trade 
mark rightsholder, and also, between 
the rightsholder and the entity that has 
purchased the keyword identical to the 
trade mark.

THE YEAR IS 2026, AND ONLINE ADVERTISING HAS REIGNED SUPREME 
FOR A WHILE NOW. WITH BUSINESSES TRYING EVERYTHING THEY CAN 
TO GAIN AN EDGE, IT IS NOT A SURPRISE THAT ONLINE ADVERTISING 
AND TRADE MARKS RIGHTS CAN COLLIDE.

These keywords 
may include 
the names of 
competing 
businesses, 
including 
registered  
trade marks.

Joel 
Weston
TRADE MARK 
ATTORNEY, 
ASSOCIATE 

With regards to search engines and their 
liability, Google France SARL v Louis Vuitton 
Malletier SA confirms that internet search 
providers are not liable for infringement 
where the search provider does not 
play an active role in the use of the 
purchased keywords. What constitutes 
an “active role” and the subsequent case 
law in this field is beyond the scope of 
this article, but suffice to say, internet 
search engines are not generally held 
liable for the actions of businesses 
that purchase advertising keywords 
through their platforms. This decision 
is understandable from a public policy 
perspective, as to find otherwise would 
cripple e-commerce as we know it. So, if 
the internet search provider is not liable, 
then how about the business that bought 
the allegedly infringing keyword?

To answer this, we turn to Interflora 
Inc v Marks & Spencer plc, where Marks 
& Spencer had purchased “Interflora” 
as a keyword in order to promote its 
own flower delivery service. The case 
focused on whether the advertisement 
enabled reasonably well-informed and 
reasonably observant internet users 
to determine whether the advertised 
goods or services originated from 
the trade mark proprietor or from 
an unrelated competitor, setting a 
precedent as to what is, and what 
is not, an acceptable advert. If the 
advertisement is sufficiently clear that 
the goods or services originate from a 
different undertaking, there is unlikely 
to be infringement. However, where the 
advertisement creates ambiguity about 
the commercial origin of the goods or 
services, the trade mark’s origin function 
may be compromised, and hence, 
infringement may be found. Several 
other essential functions of a trade mark 
were also discussed in this case, but go 
beyond this article. 

From a practical perspective, the legality 
of bidding on a competitor’s trade mark 
as a keyword depends largely on how  
the resulting advertisement is presented. 

The mere purchase of a competitor’s trade 
mark as a keyword will not automatically 
amount to infringement. Instead, the 
assessment focuses on the content and 
presentation of the advertisement itself. 
Advertisements that clearly identify the 
advertiser and avoid any suggestion 
of affiliation or endorsement by the 
rightsholder are less likely to infringe. 

Businesses engaging in online advertising 
should exercise caution when selecting 
keywords and drafting advertisement text. 
Clear branding, transparent messaging, 
and the avoidance of misleading 
associations are essential to reduce the 
risk of legal disputes. At a high level, 
businesses that purchase advertising 
keywords that are registered as trade 
marks should ensure that their adverts:

1. �enable, without difficulty, normally 
informed and reasonably observant 
internet users, to ascertain that the 
goods/services in the advert originate 
from them and not the rightsholders; 

2. �enable these consumers without 
difficulty to identify that the advert 
originates from them and not the 
rightsholder; and finally,

3. �do not suggest an economic link 
between them and the rightsholder.

�If the advert meets these three criteria, 
there is a good chance that the purchasing 
and use of the advertising keyword does 
not amount to infringement. 

As digital advertising continues to evolve, 
trade mark law will need to balance the 
interests of trade mark owners with the 
realities of competitive online marketing. 
The current legal framework reflects an 
attempt to strike that balance by focusing 
not simply on the use of a trade mark 
as a keyword, but on whether that use 
undermines the fundamental functions 
that trade marks are designed to protect.

As always, if you have questions or 
comments on this aspect of trade mark 
law, please get in touch.

This decision is 
understandable 
from a public  
policy perspective,  
as to find 
otherwise 
would cripple 
e-commerce as  
we know it.

Trade mark  
infringement  
and the use  
of Google Ads by 
competing businesses

18 FIGURE 1 MAGAZINE | ISSUE 13 19www.albright-ip.co.uk



Patent hearing success rates 
at the UK IPO

Overall, out of 245 decisions where 
excluded matter was one of the 
objections at issue, 90% of the 
decisions led to patent refusal or 
revocation (including 18 separate 
refusals for a single applicant). So, if 
you’re heading to a hearing to argue 
against excluded matter objections, 
overcoming the objections will be a 
long shot… but it is within the realms 
of possibility.

Looking forward, the UK Supreme 
Court issued a decision1 in February 
2026 which confirmed that: 

a)	�the Aerotel2 test (which has regularly 
tripped up software-related 
inventions) should no longer be 
followed, and most of the European 
Patent Office’s approach in G1/193 
should be applied instead; and 

b)	�an Artificial Neural Network (ANN) 
is a program for a computer, but an 
ANN implemented on some form of 
computer hardware is not excluded 
from patentability “as such”. 

It remains to be seen how this may in 
future affect the UK IPO’s assessment 
of whether an invention is excluded 
from patentability as a program for  
a computer as such, and whether it  
just shifts objections from excluded 
matter (computer program) to 
inventive step.

1.	� Emotional Perception AI Limited v Comptroller General 
of Patents, Designs and Trade Marks [2026] UKSC 3

2.	� Aerotel Ltd v Telco Holdings Ltd [2006] EWCA Civ 1371, 
[2007] RPC 7

3.	� G 0001/19 (Pedestrian simulation) of 10.03.2021 -  
ECLI:EP:BA:2021:G000119.20210310

Excluded as… Number of 
decisions

Success rate of overcoming 
that objection

Method of doing business 118 4.2%

Presentation of information 20 10%

Program for a computer 223 5.8%

Excluded matter
The most common objection dealt with 
at hearings related to excluded subject 
matter. In the UK, you cannot obtain a 
patent for a method of doing business, 
the presentation of information or 
a program for a computer as such, 

amongst other things. However, if a 
UK examiner has maintained excluded 
matter objections, then the chances of 
resolving those objections at a hearing 
are low:

So, if you’re 
heading to 
a hearing to 
argue against 
excluded matter 
objections, 
overcoming the 
objections will 
be a long shot… 
but it is within 
the realms of 
possibility.

ILLUSTRATION

Marc  
Maidment
PATENT  
ATTORNEY, 
DIRECTOR 

SOME PATENT APPLICATIONS SAIL SMOOTHLY TOWARDS GRANT 
BUT OTHERS HAVE TO NAVIGATE MORE TURBULENT WATERS, 
HITTING WAVE AFTER WAVE OF OBJECTIONS.

Whether you reach an impasse with a 
patent examiner at the UK Intellectual 
Property Office (IPO) or just need a low-
cost forum for a patent dispute, you can 
request a hearing at the UK IPO instead 
of heading to court – but what are your 
chances of success? That will of course 
turn on the facts of a particular case, yet 
statistics are informative too. 

With that in mind, I’ve delved into six 
years’ worth of recent data (481 UK IPO 
patent decisions, 13 January 2020 to  
12 February 2026) to assess how 
hearings tend to go at the UK IPO.
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Entitlement and revocation
Entitlement disputes seem to be 
occurring more frequently in recent 
years. The UK IPO serves as a primary 
jurisdiction for such disputes and 
issued 33 decisions where entitlement 
to a patent or patent application was 
at issue. Some of the decisions related 
to interim matters, costs or stays, 
or the UK IPO declining to deal with 
proceedings. However, 16 decisions 
resulted in the claimant being entitled 
to patent rights, whilst only 4 decisions 
left the patent rights solely with the 
defendant. 

The UK IPO also issued a selection of 
decisions relating to patent revocation, 
with the score being 5 patents revoked, 
2 patents maintained and 3 patents 
maintained in amended form (at time 
of writing, with 1 more patent to be 
amended or otherwise revoked).

The small sample size and fact-specific 
nature of the disputes means that there 
is no inference of the UK IPO favouring 
claimants in entitlement or revocation 
actions. Nonetheless, the UK IPO 
provides a useful forum for dealing with 
patent disputes at relatively low cost 
and with limits on recoverable costs 
(off-scale awards are rare). 

Other matters
A significant number of the decisions 
involved issues besides excluded subject 
matter, inventive step and entitlement. 
For example, novelty (30), sufficiency (34), 
added matter (24) and clarity (20) were 
at issue in various decisions, but were 
usually bundled together with one of the 
main objections mentioned earlier.

It is noteworthy that hearings involving 
restoration/reinstatement of a lapsed 
patent/application only occurred in a 
handful of cases (7 decisions), and the 

Where patentability was at issue, around 75% of the decisions 
resulted in patent applications being refused.

Is a hearing worthwhile?
If you are at the stage where a 
hearing is on the cards, then some 
of the above statistics may make for 
depressing reading. Some would say 
that all statistics make for depressing 
reading. But statistics only tell the story 
on a large scale – they don’t account 
for the nuanced, case-specific facts 
and arguments that can be critical in 
swaying a Hearing Officer’s mind and 
resolving an objection.
 

Just because a UK patent application 
is staring down the barrel of a 
hearing doesn’t mean that all is 
lost. Some inventions inevitably lie 
at the boundaries of what is or isn’t 
patentable; and a carefully-worded 
claim amendment or skilfully-delivered 
argument can make all the difference in 
getting (or keeping) a granted patent.

Where patentability was at issue, about 50% of the decisions deemed that inventions related 
to excluded subject matter, with inventive step and sufficiency the next most common issues.

Inventive step
The next most common objection 
considered in hearings at the UK IPO is, 
perhaps unsurprisingly, inventive step. 
The picture here is much more balanced. 
Out of 74 cases where inventive step was 
considered and relevant to the outcome, 
42 decisions led to patent refusal or 
revocation, giving a 43% success rate of 
overcoming inventive step objections. 
Not quite 50:50, but not far off, which 
is encouraging given that assessing 
inventive step inevitably involves an 
element of subjectivity. 

So, whilst an examiner may have 
become entrenched in their view 
that an invention is obvious, the data 
supports the notion that a Hearing 
Officer will make up their own mind as 
to whether an invention is obvious or 
not, without being unduly swayed by 
the primary examiner’s opinion.
 

Hearing Officer reached a negative 
decision in every case. So, whilst the 
UK takes a relatively lenient approach 
in applying the “unintentional” criterion 
for assessing whether to restore/
reinstate a lapsed patent or application, 
restoration or reinstatement is not 
guaranteed. Crafting and submitting a 
robust explanation of what happened 
with appropriate evidence in support 
of the applicant’s/patentee’s intention 
is important, and hopefully avoids the 
need for a hearing.

Not quite  
50:50, but not 
far off, which 
is encouraging 
given that 
assessing 
inventive step 
inevitably 
involves an 
element of 
subjectivity. 

Just because 
a UK patent 
application is 
staring down 
the barrel of a 
hearing doesn’t 
mean that all  
is lost.

Patentability criteria in UK IPO decisions (Jan 2020 - Feb 2026)

	 Added matter
	 Clarity
	 Excluded matter (allowed)
	 Excluded matter (refused)
	 Industrial application
	 Inventive step
	 Novelty
	 Sufficiency
	 Support

	 Patent amended
	 Patent application granted
	 Patent application refused
	 Patent maintained as is
	 Patent revoked
	� Patent/application further  

prosecuted/litigated
	� Patent/application  

transferred

Selected patent decision outcomes in UK IPO decisions (Jan 2020 - Feb 2026)
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Fortunately, you are still within the 
period of two months from the expiry 
of the priority period, so you file the PCT 
application with a request to restore the 
right of priority. The likelihood is, if the 
Receiving Office of the PCT application 
accepts ‘unintentional’ as the criterion 
for restoration, your restoration 
request would be successful on that 
basis. The US Patent and Trademark 
Office, for example, typically requires a 
relatively simple declaration to meet the 
‘unintentional’ criteria and no evidence 
is required.

Even if your restoration request satisfies 
the Receiving Office requirement and 
you receive a positive confirmation 
from them, this is likely not the end. 
This is certainly the case upon entering 
the European regional phase, where a 
much stricter criterion of ‘all due care’ is 
adopted by the European Patent Office.
 
A European perspective
If the right of priority for a PCT 
application has been restored under 
the ‘unintentional’ criterion, restoration 
needs to be requested again when you 
enter the European regional phase, as 
the RO’s decision has no effect before 

the EPO (Rule 49ter.1 (b) PCT). This 
is made clear in the EPO Guidelines 
for Examination (EPO Guidelines E-IX, 
2.3.5.3).

The deadline for filing the request is 
the earlier of thirty-two months from 
the earliest priority or one month from 
the effective date of early entry into the 
European regional phase. Therefore, if 
you wish to maximise time available to 
prepare and file the restoration request, 
you should refrain from requesting early 
processing upon EP entry.

The request itself
A restoration request needs to be 
submitted in writing for each priority 
right you wish to restore and an official 
fee paid for each request. It is worth 
noting that the official fee for restoration 
of priority is not listed among the fees 
eligible for a micro-entity discount.

The request needs to be accompanied 
by a statement of reasons why the 
failure to file the PCT application within 
the priority period occurred in spite of 
due care and the facts. Furthermore, 
the EPO Guidelines (EPO Guidelines E-IX, 
2.3.5.3) make clear that it is preferable 

to file relevant declaration or other 
evidence to accompany the request. 
Given that the reasons and facts relied 
upon cannot be altered once the 
restoration deadline has expired, it is 
certainly good practice to do so. 

As such, a restoration request at the 
EPO typically requires a greater level  
of detail and needs to be supported  
by evidence.

All due care criterion
When considering the restoration 
request, the EPO would review the 
circumstances of each case as a whole, 
and there is a wealth of case law on 
what constitutes due care. 

It is well established that the conduct 
of the applicant and his representative 
(if one is engaged) is relevant, meaning 
all appropriate care must be taken, 
as much as would be taken under 
the circumstances by the average 
reasonably competent applicant and 
representative (Case Law of Boards of 
Appeal, III.E.5.2. J 11/09). ‘Reasonably 
competent’ representative means the 
representative would at least take 
account of known problems and apply 
known solutions to avoid them. This 
includes checking the quarantine area 
of your mail box daily (see T 1289/10), 
having cross-checks or systems in place 
to identify human or computer errors 
(Case Law, III.E.5.4.4.a and III.E.5.4.7), 
having an effective system of cover for 
staff absences (Case Law, III.E.5.4.5), to 
name a few.

If the priority period was missed 
due to an error in carrying out the 
intention to meet the deadline, all due 
care is met if there were ‘exceptional 
circumstances’ or the mistake was 
isolated ‘within a normally satisfactory 
monitoring system’. Proven sudden 
serious illness and severe psychological 
stress are considered to be acceptable 
‘exceptional circumstances’ (Case Law, 
III.5.3.5). On the other hand, misreading 

a communication (see J 05/18) or failure 
to notice a fee had not been paid (Case 
Law, iii.E.5.4.1) does not meet the 
‘isolated error’ requirement.

It is important to stress that the above 
standards are not absolute, as reflected 
in other case law, and the EPO would 
review the circumstances on a case by 
case basis. Furthermore, the standard 
required to be met varies depending 
on the role of the person involved, and 
whether a representative was involved. 
For example, the EPO have at times 
waived the requirement for a cross-
check for small firms and offices (Case 
Law, III.E.5.4.4.b).

It is important to note that engagement 
of a representative does not relieve the 
applicant from the due care requirement 
as the obligations of each person 
involved are distinct. However, the EPO 
would typically make allowances for an 
unrepresented applicant. 

Practice notes
As already explored above, there is no 
fixed check list for what qualifies as ‘all 
due care’. Having discussions with your 
European representatives as early as 
possible regarding the circumstances 
surrounding the missing of the priority 
period can greatly benefit the success of 
the request. Understanding the parties 
involved and having a clear and full 
picture early on would inform evidence 
gathering and would help present the 
request in the best light possible. 

Furthermore, bets can be hedged by 
supplementing the European regional 
phase filing with national filings, such as 
a UK national phase, which adopt the 
more lenient ‘unintentional’ criterion.

If you need any assistance with 
requesting restoration of the right of 
priority at the EPO or the UK IPO, please 
get in touch and we will see how we can 
best support you.

Cloe Loo
PATENT  
ATTORNEY, 
DIRECTOR

A restoration 
request needs to 
be submitted in 
writing for each 
priority right 
you wish to 
restore and an 
official fee paid 
for each request.

Understanding 
the parties 
involved and 
having a clear 
and full picture 
early on would 
inform evidence 
gathering 
and would 
help present 
the request in 
the best light 
possible.

Successful restoration 
of right of priority  
for a PCT application – 
what’s next?

LET’S IMAGINE A SCENARIO – YOU NEED TO FILE A PCT 
INTERNATIONAL PATENT APPLICATION, BUT REALISE  
TO YOUR HORROR THAT THE TWELVE-MONTH PRIORITY 
PERIOD HAS ALREADY EXPIRED.
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How to manage  
and mitigate the  
risk of genericide

WHAT IS “GENERICIDE” IN UK TRADE MARK LAW?  
A TRADE MARK SERVES TO INDICATE THE COMMERCIAL 
ORIGIN OF GOODS OR SERVICES AND TO GUARANTEE THE 
QUALITY OF THOSE GOODS AND SERVICES TO CONSUMERS. 

However, if multiple parties start using a trade 
mark to refer to types of goods or services, it can no 
longer viably serve these essential functions. This is 
commonly referred to as ‘genericide’, a relatively rare 
phenomenon which can spell a gruesome end for UK 
trade mark registrations. This often happens when 
a brand becomes well-known and takes insufficient 
action to prevent a mark from becoming a generic term. 
This was the fate met by the UK trade marks ASPIRIN, 
ESCALATOR and TRAMPOLINE which are now invalid 
and non-enforceable in the UK market.

James 
Beeton
TRADE MARK  
ATTORNEY

This is commonly 
referred to as 
‘genericide’, a 
relatively rare 
phenomenon 
which can spell a 
gruesome end for 
UK trade mark 
registrations.

So how can a claim of  
genericide be brought?
Under section 46(1)(c) Trade Marks  
Act 1994, a registration may be  
revoked where:

“…in consequence of acts or inactivity  
of the proprietor, it has become the 
common name in the trade for a product 
or service for which it is registered…”.

The provision under section 46(1)(c) 
has been previously cited in an effort 
to challenge the validity of trade mark 
registrations for HOOVER, which, 
despite evidence of some generic use 
in the UK market, was successfully 
rebuffed as the HOOVER marks 
were considered to still function as 
an indicium of commercial origin 
and therefore remained capable of 
performing the essential function of 
a trade mark for the purposes of the 
Trade Marks Act 1994. This was thanks, 
in part, to the efforts taken by HOOVER 
to enforce their trade mark rights in 
relation to unauthorised third party use. 

How can brands mitigate the risk 
of trade mark invalidation on the 
basis of genericide? 

Dryrobe v Caesr – Case Study 
An interesting recent case which 
explored the factors considered in 
determining whether a trade mark 
has become a commonplace term 
in the market concerned Dryrobe 
Limited. Dryrobe is an industry 
leading manufacturer and retailer 
of weatherproof, towelling-lined 
changing robes, designed to withstand 
the harshest weather conditions the 
British climate can muster. Originally 
designed for surfers, Dryrobes have 
become a wardrobe staple of open-
water swimmers, endurance athletes 
and beachgoers alike nationwide. 
More recently, Dryrobes have evolved 
into a casual jacket for everyday casual 
wear, which has catalysed a noticeable 

growth in demand for products, and  
a proliferation of competitor garments 
entering the market.
 
In response to growing competition, 
Dryrobe adopted a proactive approach 
to the enforcement of its trade mark 
rights… culminating in a recent 
showdown with Caesr Group Limited 
(“Caesr”) and its use of the “D-Robe” 
mark, in relation to identical goods, 
namely, changing robes.
 
A claim of trade mark infringement  
was initiated by Dryrobe, to which  
Caesr filed a counterclaim for invalidity 
on the basis that ‘DRYROBE’ trade 
marks were common parlance in 
relation to such jackets within the 
clothing industry. Although the Court 
found ‘DRYROBE’ to be descriptive in 
relation to changing robes, it held that 
the marks had enhanced distinctive 
character owing to the use made of 
the marks in the UK market and the 
supporting evidence to this effect. 
Likewise, the Court found Caesr’s 
‘D-Robe’ mark to be confusingly similar 
to the ‘DRYROBE’ registrations with the 
hyphen regarded as a substitute for  
the letters ‘RY’ in the DRYROBE mark, 
whilst the goods at issue were identical. 
As such, there was a foreseeable 
likelihood consumers would believe 
‘D-Robe’ jackets originated from Dryrobe, 
or that Dryrobe was commercially 
affiliated with, or had endorsed the 
sale of D-Robe jackets. This judgement 
was formed in part by the evidence of 
actual consumer confusion presented 
by Dryrobe at trial. This included 
evidence of consumers returning 
D-Robe products, seeking order updates 
or complaining about defects with 
their D-Robe jackets. This ‘extensive’ 
evidence demonstrated that the D-Robe 
mark had directly changed consumers’ 
economic behaviour, whilst taking 
unfair advantage of Dryrobe’s marketing 
campaign efforts and reputation in the 
UK market. Caesr’s actions were also 
held to be to passing off.

Likewise, the 
court found that 
Caesr’s ‘D-Robe’ 
mark was 
confusingly 
similar to the 
‘DRYROBE’ 
registrations 
with the hyphen 
regarded as a 
substitute for 
the letters ‘RY’ in 
the DRYROBE 
mark, whilst the 
goods at issue 
were identical.
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Caesr had sought to argue that  
Dryrobe was a generic term for such 
garments and produced evidence 
to this effect. Dryrobe, in response, 
produced a rather masterful defence… 
to the extent that Dryrobe’s actions will 
likely be long regarded as an exemplary 
approach to managing and mitigating 
the risks of genericide.

What actions did Dryrobe take  
to mitigate the risk of genericide? 
What lessons can be learned? 
Dryrobe produced evidence showing 
that it had previously considered the  
risk of genericide and, for some time, 
ran a proactive online marketing 
campaign to highlight generic use of the 
DRYROBE mark by various competitors. 
This campaign included flagging 
common differences in quality and 
functionality of competitor goods, as well 
as educating consumers that DRYROBE 
is a registered trade mark – as denoted 
in numerous instances across their 
website and social media channels.

Dryrobe had clearly been proactive 
and aggressive in protecting its brand, 
as shown by the volume and quality of 
the evidence produced in response to 
Caesr’s invalidation action. Her Honour 
Judge Melissa Clarke commended the 
“compelling evidence that a significant 
proportion of the general public as at 
the date of the counterclaim identified 
[Dryrobe’s] goods as originating from 
[Dryrobe] because of the marks, 
and that the marks had by that date 
acquired a medium level of distinctive 
character”. Evidence pertaining to 
Dryrobe’s marketing campaigns and 
spend, advertising materials and 
widespread press coverage was also 
heralded, as was Dryrobe’s partnerships 
with Team GB and Red Bull. HHJ 
Clarke also noted the prominence of 
the ‘DRYROBE®’ branding – boldly 
emblazoned on the back of its goods, 
by which wearers were effectively 
“walking billboards”. This evidence 

enabled Dryrobe to build a credible, 
compelling argument that consumers 
recognise DRYROBE as an indicium of 
commercial origin in respect of changing 
robes, therefore convincing HHJ Clarke 
that its trade marks enjoyed enhanced 
and acquired distinctiveness.

Evidence of the measures taken to 
challenge misuse of the DRYROBE mark 
by third parties was also submitted, 
including actual cases of customer 
confusion, letters issued to competitors 
as well as its brand protection efforts  
and spend. Consequently, the 
counterclaim alleging genericism of  
the trade mark was unsuccessful. 
Dryrobe remains protected

What lessons can be learned?
	�� The case serves as a useful reminder 
as to the inherent issues faced by less 
distinctive, more descriptive trade 
marks – particularly in relation to 
enforcement and infringement claims.

	��� Evidence is key! If your brand takes 
efforts to educate consumers, challenge 
third party misuse, or receives notable 
publicity, keeping detailed evidential 
records could be invaluable for either 
defensive or offensive trade mark 
enforcement purposes.

	�� Visible product branding can be 
integral to brand identity.

	�� Consumer education campaigns 
can help to maintain trade mark 
registrations.

	��� A proactive mindset to enforcement 
could effectively rebuff the threat of 
genericide – conducting regular online 
surveillance of third-party use of your 
trade mark, or a similar mark can yield 
immense benefits in the maintenance 
of your brand’s rights.

	��� When selecting a trade mark, 
consideration must be given as to 
possible infringement and passing  
off liabilities.

Ready, Set, 
Innovate:  
How IP  
keeps  
runners 
moving

Running might seem simple, but 
the world around it is packed with 
intellectual property. Start with the 
shoes. Those instantly recognisable 
logos, colourways, and silhouettes 
aren’t just fashion choices; they’re 
trademarks that help runners pick 
the brands they trust. A swoosh, a 
feline leap, a trio of stripes, each one 
carries years of brand identity and 
legal protection, all designed to keep 
imposters off the starting line.

Then there’s design. Modern running 
gear is a blend of engineering and 
aesthetics: sculpted midsoles, breathable 
patterns, reflective trims that make 
you visible on dark winter mornings. 
Design rights help ensure that when a 
company creates something genuinely 
clever (or just really cool looking), it gets 
to enjoy the spotlight before imitators 
try to draft behind it.

And of course, patents quietly power 
the sport. Think cushioning systems 
that feel like tiny trampolines, fabrics 
that somehow stay dry no matter how 
sweaty the hill repeats get, or wearable 
tech that insists your “easy pace” 
wasn’t quite as easy as you thought. 
These innovations don’t appear by 
accident; they’re protected, refined, 
and pushed forward through IP.

What’s charming about IP in sport is 
how universal it is. No matter where 
you run, you’re relying on trusted 
brands, authentic products, and 
innovations that make the miles  
more enjoyable.

So even though World IP Day comes 
and goes, the creativity behind sport 
never stops, and the race to protect  
it is always on.

EVERY APRIL, WORLD IP DAY GIVES US A CHANCE TO CELEBRATE 
THE CREATIVITY POWERING THE THINGS WE LOVE. THIS YEAR’S 
THEME, IP IN SPORTS: READY, SET, INNOVATE, FEELS TAILOR-MADE 
FOR ANYONE WHO’S EVER GONE FOR A RUN, WHETHER THAT’S A 
SUNRISE 10K OR A DETERMINED JOG TO CATCH THE BUS. 

A swoosh, a 
feline leap, a trio 
of stripes, each 
one carries years 
of brand identity 
and legal 
protection, all 
designed to keep 
imposters off the 
starting line.

Evidence 
pertaining  
to Dryrobe’s 
marketing 
campaigns  
and spend, 
advertising 
materials and 
widespread 
press coverage 
was also 
heralded, as  
was Dryrobe’s 
partnerships 
with Team GB 
and Red Bull.
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Background
Brita is a well-known manufacturer 
of domestic water filtering jugs. Brita 
owns European patent EP2387547 
(EP’547) which describes a valve 
arrangement in a water filtering jug. 

Aquashield is a distributor of a filter 
cartridge which is compatible with 
Brita’s water filter jug.

Brita sued Aquashield for infringement 
of EP’547. Aquashield counterclaimed 
for revocation of EP’547.

Saving amendment
Due to the patentability attack by 
Aquashield, Brita submitted saving 
amendments to the claims of EP’547 
during litigation to preserve the validity 
of the patent. This was done in the form 
of a large cascade of auxiliary requests 
covering the Aquashield product (or at 
least its use with a Brita jug). 

One of the narrower auxiliary requests 
was found to be valid.

Indirect infringement
However, Aquashield still had a possible 
defence to infringement.

The remaining valid amended 
independent claim of EP’547 did not 
cover the valve arrangement on its own. 
Instead, it was a “system” claim which 
included the cartridge together with the 
rest of the unit.

Since Aquashield was only distributing 
the cartridge, Aquashield clearly did not 
directly infringe the claim.

The legal framework of the UPC  
(the Agreement on a Unified Patent  
Court [UPCA]) under Article 26 still 
provides for infringement in this context 
– this being known as “indirect” or 
“contributory” infringement. As such, a 
party making/selling an “essential means” 
of the invention can be found to infringe.

However, Article 26 does not extend  
to supplying “a party that is entitled  
to exploit the patented invention”.  
As such, Aquashield argued that 
selling replaceable cartridges to Brita’s 
customers was not infringement, since 
the customer was “entitled to exploit 
the patented invention” by virtue of 
initially purchasing the invention.  
Brita’s rights were “exhausted”.

The UPC judge disagreed. The narrowed 
claims covered the Aquashield cartridge 
in the Brita jug, but not actually the  
Brita cartridge in the Brita jug. Therefore, 
Brita’s customers had never actually 
bought the invention as defined by 
the amended patent, and so were not 
entitled to exploit the invention. The 
invention as defined by the narrowed 
claims was produced, and so infringed 
the patent, only when a purchaser of  
the Aquashield cartridge installed it into 
the Brita jug.

Thus, Aquashield were found to 
indirectly infringe the patent, by 
supplying the relevant cartridges.

Nevertheless, since their cartridges 
would not necessarily infringe the 
patent if used with alternative jugs, 
Aquashield were not generally 
prohibited from selling the cartridges 
going forward. Instead, they were 
ordered to include warning notices  
that the cartridges were not to be  
used with relevant Brita jugs.

The warning notices were to be 
different depending on whether  
the customer was a business or  
an individual, with a direct reference  
to the patent in the warning notice to 
the business, and a reference to the 
Brita brand and product trade name  
in the warning notice to the individual.
 
Possible post-decision settlement
After the decision was issued, 
Aquashield withdrew their 
counterclaim for revocation. This 
suggests that Brita and Aquashield 
reached a post-judgment settlement. 
Brita could keep the patent in its 
unamended form, since the validity 
challenge which required Brita to 
amend the patent was deemed no 
longer effective.

Thus, Brita managed to maintain the 
patent in a form which nominally covers 
their product, albeit in a way which the 
UPC has already deemed to be invalid.

Conclusion
Brita’s amendment strategy was 
successful within the confines of the 
case, in that Aquashield were found to 
indirectly infringe the patent. However, 
taking a wider commercial viewpoint, 
since the saving amendments were 
found to exclude Brita’s product, 
clearly this was not a preferable 
outcome for Brita.

The late settlement between Brita 
and Aquashield has allowed Brita to 
row back on this position somewhat, 
although the patent’s precarious 
position is now public knowledge.  
This shows the importance of carefully 
considering the possible commercial 
impact of all auxiliary requests.

The order to differentiate warning 
notices depending on the customer 
shows the practical and commercial 
slant of the UPC.

Brita v  
Aquashield –  
Indirect  
infringement  
and knowing  
when to quit

After the 
decision 
was issued, 
Aquashield 
withdrew their 
counterclaim 
for revocation. 
This suggests 
that Brita and 
Aquashield 
reached a 
post-judgment 
settlement. 

THE UNIFIED PATENT COURT (UPC) CASE 
BETWEEN BRITA AND AQUASHIELD PROVIDES 
A USEFUL EXAMPLE OF STRATEGIC CASE 
MANAGEMENT, AS WELL AS INDICATING THE 
UPC’S COMMERCIALLY MINDED POSITION ON 
INDIRECT INFRINGEMENT REMEDIES.

Matthew  
Cyrson
PATENT  
ATTORNEY, 
ASSOCIATE 
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At the end of last year, the UK 
Government published a new 
statutory progress report providing a 
comprehensive overview of the UK’s 
progress in reaching net zero by 2050.
 
The document reaffirms the interim goal 
of reducing economy-wide greenhouse 
gas emissions by at least 81% by 2035, 
compared to 1990 levels. With that 
deadline rapidly approaching, new 
greener technologies will be a key driver 
in reaching this ambitious goal. As you 
might expect, schemes are already in 
place to facilitate the development and 
adoption of these innovative industries.

One such scheme is the UK IPO’s 
“Green Channel”.

What is the Green Channel?
The Green Channel is a scheme for 
accelerating UK patent applications 
for “environmentally friendly” 
technologies. The Green Channel 
can be used to accelerate search, 
examination, and publication.  
By requesting combined search  
and examination and utilising the 
Green Channel, it is possible to reduce 
the time taken for a UK application to 
grant from years to months.

To use the scheme, the applicant 
must make a reasonable assertion 
that the patent application has some 
environmental benefit.

So, what does the UK IPO consider 
an “environmental benefit”?
I am often found saying that most 
things can be accelerated through 
the Green Channel if you get creative 
enough with your reasoning. While 
that may not be entirely true, any 
invention that is environmentally 
friendly may be accelerated through 
the Green Channel.

This obviously covers the usual 
suspects such as wind turbines, 
batteries and solar panels, but covers 
much more than you might expect. 
Here are some of my favourites…

Hairbrushes and paintbrushes – 
Green Channel material
Tangle Teezer is a household name 
and have been protecting their IP for 
quite some time. Some of their most 
recent applications GB2641842 and 
GB2641841 have been approved for 
Green Channel acceleration. Why? 
Because their “extra gentle” brush has 
fewer bristles and so requires less 
plastic to be manufactured.

Likewise, Coral Tools Limited 
accelerated their application for a 
paintbrush that does away with the 
metal ferrule making the paintbrush 
handle easier to recycle. 

Limiting material use is ideal, but 
processing the material post-use can 
be environmentally friendly too.

Beer production and cheese 
analysis – waste not, want not
UGO Foods Group Limited secured 
Green Channel acceleration for 
GB2604667 which protects their 
method of making beer from waste 
pasta dough. In my opinion, there 
is no such thing as waste pasta, but 
producing beer from the dough is the 
next best thing.

Speaking of food waste, Dale Farm 
Limited accelerated their application 
GB2700249 covering a method for 
categorising cheese because the 
method is non-destructive and reduces 
physical sampling of cheese.

Lightweight railway sleepers –  
full steam ahead
Lastly, GB2642754 relates to a railway 
sleeper system which, among other 
things, is significantly lighter than 
conventional concrete sleepers and 
which occupy less space during 
transportation leading to reduced 
energy consumption during installation.

What should I consider?
Accelerating prosecution can be a 
useful tool for obtaining enforceable 
rights. However, a recent decision in 
January 2026 highlighted a concern 
to bear in mind. GB2610710B was 
accelerated and granted much sooner 
than the usual publication cycle. As a 
result, there was the possibility that 
applications having an earlier priority 
date than that of the patent may still 
not have been published at the time 
the patent was granted. The examiner 
found a couple of documents that were 
published after the patent had been 
granted but which had earlier priority 
dates and so were considered for 
novelty only.

The claims were not considered to be 
novel. As a result, the claims had to be 
amended post grant to maintain validity.

If accelerating your patent application  
is of interest, speak to your attorney.  
As we have seen, a wide range of things 
can be considered for “Green Channel” 
acceleration but even if there is no 
particular win for the environment, 
acceleration can be granted for other 
commercial reasons as well.

Race to Net Zero –  
Green Channel 
acceleration for 
green inventions  
in the UK

CLIMATE CHANGE IS HAPPENING. WITH THE CONTINUED RISE 
OF ANTHROPOGENIC CARBON DIOXIDE EMISSIONS, SCHEMES 
SUCH AS THE “GREEN CHANNEL” ARE IN PLACE TO ASSIST CLEAN 
TECHNOLOGY INDUSTRIES IN DEVELOPING, PROTECTING AND 
IMPLEMENTING THEIR INNOVATIONS. 

The Green 
Channel can 
be used to 
accelerate search, 
examination,  
and publication.

By requesting 
combined search  
and examination 
and utilising the 
Green Channel, 
it is possible to 
reduce the time 
taken for a UK 
application to 
grant from years 
to months.

Charlie 
Heal
PATENT  
ATTORNEY 
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IN MARCH, MEMBERS OF THE ALBRIGHT IP TEAM TOOK TO THE COURT AT A CHARITY 
PADEL TOURNAMENT IN SUPPORT OF MAGGIE’S CHELTENHAM, JOINING OTHER LOCAL 
PROFESSIONALS FOR AN AFTERNOON OF FRIENDLY BUT COMPETITIVE SPORT.

Two Albright IP pairs entered the 
round robin stage. Anya and Matthew 
put in a strong performance and  
were unlucky not to progress, 
narrowly missing out after losing  
just one match.

On the other side of the draw, Alisha 
and Pablo enjoyed an impressive 
run in the group stage, winning 
all four of their matches to move 
confidently through to the semi-finals. 
After a closely fought match, their 
tournament journey came to an end 
against a very strong pair, who went 
on to win the tournament overall.

Despite the semi-final exit, it was 
a brilliant afternoon on court, with 
plenty of rallies, competitive matches 
and a great atmosphere throughout 
the event. Most importantly, the 
tournament helped raise valuable 
funds for Maggie’s Cheltenham.

The tournament 
helped raise 
valuable funds 
for Maggie’s 
Cheltenham.

News

AFTER BEING SHORTLISTED IN TWO CATEGORIES 
AT THIS YEAR’S C2S BUSINESS AWARDS. 

We’re in the running for Small 
Business of the Year and Early 
Careers and Apprenticeships.

The C2S Business Awards recognise 
businesses and individuals from 
across the South West and Midlands, 
with a focus on leadership, 
innovation and impact across the 
regional business community.

The double shortlisting reflects two 
important sides of the business. 
Alongside the firm’s continued 
growth, it is also recognition of the 
value placed on supporting people  
at the start of their careers.

Developing early talent is something 
the team cares deeply about, so 
being shortlisted in that category 
is especially pleasing. To see that 
recognised alongside the wider 
growth of the business makes the 
news even better.

Good luck to all the other finalists 
ahead of the awards evening on  
2nd July. Until then, the team is  
keeping celebrations strictly in 
rehearsal mode.

Developing 
early talent  
is something 
the team cares 
deeply about,  
so being 
shortlisted in 
that category  
is especially 
pleasing.

Padel, Points 
and a Place in 
the Semi-Finals

Albright IP  
is celebrating …

Here’s the team practising 
their winners’ celebration, 
purely as a precaution.
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